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The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair 
Competition in the United States 





This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful 
ness of the publication and to the availability of the material con 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States and Mexico; 
for other countries, add FIFTY CENTS. 

A limited number of volumes for previous years can be furnished 
at the following prices: 


eG iO sd Fe sg oe a ee # 5.00 
EOE ee eee bg 5.50 
Digest, vols. 1-14, inc. (either binding) ........... 5.00 


Add to the above prices two and one-half percent for each year 
elapsed since year of publication, except in the case of the Digest. 
Transportation extra. 


Tue Uniten States Trape-Mark Association, 
Publication Office, 187-189 College St., Burlington, Vt. 
Editorial Office, 32 Nassau Street, New York City. 


Address all communications to 82 Nassau Street, 


New York City. 
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DRACKETT CO. V. CHAMBERLAIN CO. 


Drackett Company v. CHAMBERLAIN COMPANY 
(81 F. [2d] 866) 


United States Circuit Court of Appeals, Third Circuit 
January 27, 1936 


Trape-Marxs—Rervusat to Recister—Biut 1n Equiry—Panrties. 
Appellant filed application to register certain trade-marks and the 
Commissioner of Patents denied registration on the ground of descrip- 
tiveness, whereupon appellant filed a bill in equity under R. S. sec- 
tion 4915, and the bill was dismissed for want of jurisdiction. Held 
that, in suits involving descriptiveness of a mark, the Commissioner is a 
necessary party defendant to the action, and, inasmuch as he is a non- 
resident of the district, the bill was properly dismissed. 
Trape-Marxs—Recoistration By Birt 1x Equrry—Parioriry. 
In the case at issue, where no question of priority was involved, a 
District Court held not eligible to review proceedings in the Patent 
Office under Section 4915. 


In equity. On appeal from a decision of the United States 
District Court, Western District of Pennsylvania, in a suit under 
Sec. 4915, Rev. Stat. Affirmed. 


Walter F. Murray and Murray & Zugelter, all of Cincinnati, 
Ohio, and Green & McCallister, of Pittsburgh, Pa., for ap- 


pellant. 


Byrnes, Stebbins § Blenko, of Pittsburgh, Pa. (William H. 
Parmelee, and Leslie C. Strickland, both of Pittsburgh, Pa., 
of counsel), for appellee. 


Tuompson, C. J.: This is an appeal from a decree of the Dis- 
trict Court for the Western District of Pennsylvania. The bill in 
equity was brought under Rev. Stat. § 4915, as amended (35 U. S. 
C. A. § 63), which provides: 

Whenever a patent on application is refused, either by the Commissioner 
of Patents or by the Court of Appeals of the District of Columbia upon 
appeal from the Commissioner, the applicant may have remedy by bill in 
equity ; and the court having cognizance thereof, on notice to adverse parties 
and other due proceedings had, may adjudge that such applicant is en- 


titled, according to law, to receive a patent for his invention, as specified in 
his claim, or for any part thereof, as the facts in the case may appear. 


This statute has been construed to apply to trade-mark cases. 
Baldwin Co. v. Howard Co., 256 U. S. 35, 89, 41 S. Ct. 405, 65 
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L. Ed. 816 [11 T.-M. Rep. 159]. The bill sets forth that the ap- 
pellant filed applications in the patent office for registration of two 
trade-marks; that the applications were allowed by the patent 
office; that the appellee filed notices of opposition in the patent 
office; that the oppositions were sustained by the Examiner on the 
ground that the marks sought to be registered were descriptive of 
the goods upon which the trade-marks were used and therefore not 
the subject of registration; that appeals were taken to the Com- 
missioner of Patents, who affirmed the decision of the Examiner; 
and that no appeal was taken from the decision of the Commissioner 
of Patents. The bill asked that the Commissioner of Patents be 
ordered to issue certificates of registration to the appellant. The 
appellee moved to dismiss and the District Court sustained the 
motion. It held that it was without jurisdiction of the cause under 
section 4915 because the Commissioner of Patents had not been 
made a party and that it could not get jurisdiction over him because 
he was a non-resident of the district within which the court was 
situate. It held further that it could not review the proceedings of 
the patent office under section 4915, inasmuch as there had been 
no award of priority between two contesting applicants. The Com- 
missioner of Patents had held that the trade-marks were descriptive 
and therefore nonregistrable. There was, therefore, no occasion for 
him to decide whether the appellant or the appellee was entitled to 
priority. The Commissioner of Patents is an essential party in any 
contest concerning the descriptive character of the respective trade- 
marks in suit. That essential party defendant is lacking in the 
instant case and of necessity cannot be made a party defendant in 
a jurisdiction in which he is a nonresident. The appellee, on the 
other hand, is not an adverse party within the meaning of section 
4915, since there was no ruling that the trade-marks belonged to it. 
The bill was properly dismissed for want of jurisdiction. American 
Cable Co. v. John A. Roebling’s Sons Co., 62 App. D. C. 168, 65 
F. (2d) 801. The decree is affirmed. 








J. T. GLEAVES V. W. B. FISHBURN CO. 


J.T. Greaves v. W. B. Fishpurn Company, ET AL. 
(29 U. S. P. Q. 106) 


United States Circuit Court of Appeals, Fifth Circuit 
March 28, 1936 


Unrar CompetTitrion—Surnames—W. B. Fisupurn, INc. 

In 1920 W. B. Fishburn organized W. B. Fishburn, Inc., for the pur- 
pose of conducting a cleaning and dyeing business in Fort Worth, Tex., 
and in 1933 said business was adjudged bankrupt and the appellant 
was appointed receiver to carry on the business, W. B. Fishburn himself 
taking bankruptcy and ending his connection with W. B. Fishburn, 
Inc., in 1932. Early in 1934 W. B. Fishburn, with the other defendants, 
formed the defendant corporation and engaged in business in com- 
petition with appellant. As there was evidence of confusion among 
patrons as to the identity of the respective businesses, appellee was or- 
dered to distinguish its name from that of F. W. Fishburn, Inc., by in- 
serting the words “not connected with the old W. B. Fishburn, Inc.,” 
directly after its own name in all advertising matter; and the Southwest- 
ern Bell Telephone Company was ordered to insert the same words after 
appellee’s name in its directories. 


In equity. Appeal from a decision of the United States District 
Court, Northern District of Texas, in an action for unfair com- 
petition. Decree for appellant. 


Van Zandt Smith and Leroy A. Smith, of Fort Worth, Tex., for 
appellant. 


R. V. Nichols, of Fort Worth, Tex., for appellees. 
Before Foster, Sistey and Hutcueson, Circuit Judges. 


Foster, C. J.: Appellant as receiver of W. B. Fishburn, Incor- 
porated, brought this suit against W. B. Fishburn Company, W. B. 
Fishburn, Glenn C, Garrett, Roy Scott, L. R. Sarazan, and George 
F. Seideman, to enjoin the use of the name Fishburn by any of them, 
alleging unfair competition, and against Southwestern Bell Tele- 
phone Company to prevent its publishing the name W. B. Fishburn 


Company in its telephone directory. 


From the findings of facts by the District Court it appears that 
W. B. Fishburn for many years prior to and after 1920 was con- 
nected with the cleaning and dyeing business in Fort Worth, Tex. 
In 1920 with others he organized W. B. Fishburn, Incorporated, a 
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corporation, for the purpose of conducting a cleaning and dyeing 
business in Fort Worth. The business was rapidly built up and 
established as one of the leading dyeing and cleaning concerns in the 
city. Through many years of its existence by efficient service and 
high quality of workmanship, large sums of money spent in advertis- 
ing and other fair means it built up for itself throughout the entire 
trade territory of North Texas and surrounding states a large and 
lucrative business and a good-will under the name of W. B. Fish- 
burn, Incorporated, which was valuable to it. W. B. Fishburn, 
Incorporated, was put into receivership on April 7, 1983, and ap- 
pellant, J. T. Gleaves, was appointed receiver. The receiver was 
ordered to take over all the assets of the corporation, including its 
good-will, and to continue the operation of its business under the 
name of W. B. Fishburn, Incorporated. W. B. Fishburn personally 
took bankruptcy in 1982 and his relationship with W. B. Fishburn, 
Incorporated, was ended. On February 3, 1934, Fishburn, Garrett 
and Scott, made defendants in the case, organized the W. B. Fish- 
burn Company, a corporation, for transacting a cleaning and dyeing 
business in Fort Worth, Tex., and said company was operating in 
competition with W. B. Fishburn, Incorporated, when the suit was 
filed. 

At the time W. B. Fishburn Company, was organized it was an- 
nounced through the papers that W. B. Fishburn, the pioneer master 
cleaner and dyer, having severed all former connections, announces 
the formation of an entirely new dyeing and cleaning company at 
1128 West Weatherford Street, which is approximately one-half 
mile from the central office of W. B. Fishburn, Incorporated, at 501 
Commerce Street. There is much confusion arising out of the 
similarity in names between W. B. Fishburn, Incorporated, and 
W. B. Fishburn Company. Persons intending to do business with 
one company by mistake go to the other company, but it does not 
appear that W. B. Fishburn Co. has agreed to or assisted in the 
creation of the confusion or that it or the other defendants have been 
guilty of any fraud, overreaching or unfair competition but on the 
contrary the W. B. Fishburn Company has attempted from its in- 
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ception to distinguish as between the two companies in the minds of 
the public by advertisements on its trucks and in newspapers to the 
effect that it was in no manner connected with the old W. B. Fish- 
burn, Incorporated. Its employees were instructed to likewise in- 
form the public of this fact. The confusion arises solely from the 
similarity of names. 

A decree was entered denying the injunction to prohibit the use 
of the name Fishburn but it was ordered that the defendants dis- 
tinguish the name of W. B. Fishburn Company from that of W. B. 
Fishburn, Incorporated, by inserting the words, “not connected with 
the old W. B. Fishburn, Incorporated,” directly following the name 
of W. B. Fishburn Company in all advertising matter of every kind 
and character, and the Southwestern Bell Telephone Company was 
ordered to insert the said words after the name W. B. Fishburn 
Company in all its telephone directories to be published in the future 
or until further orders of the court. The bill was dismissed as to 
Sarazan and Seideman. 

The evidence in the record tends to support the above stated 
findings of facts. Nothing is shown that would prevent W. B. 
Fishburn from using his name in connection with the corporation by 
himself and others. Howe Scale Company v. Wyckoff, Seamans & 
Benedict, 198 U. S. 118; L. E. Waterman Co. v. Modern Pen Co., 
235 U. S. 88 [5 T.-M. Rep. 1]. 

The judgment appealed from is affirmed. 


Perry v. AMERICAN HeEco.uiteE DENTURE CORPORATION 
(78 F. [2d] 536) 


United States Circuit Court of Appeals, Eighth Circuit 
September 19, 1935 


‘Trape-Marxs—Patent Orrice AssiGN MENT—INVALIDITY. 

Where an assignment, recorded in the Patent Office, of the trade- 
mark “Hekolith” was signed and acknowledged by an officer of the 
German assignor, but without certification that the assignment was made 
according to the laws of Germany, held that such assignment did not 
establish ownership to the said trade-mark in the plaintiff assignee. 
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Trape-M arks—IN¥FRINGEMENT—SuITs—RecistRaTiIon Norice—EFFrectT or 
Non-Use. 

In the case at issue, where the plaintiff assignee did not affix to the 
“Hekolith” goods the notice “Reg. U. S. Pat. Off.,” and, moreover, did 
not give the defendant due notice of its ownership of the registration, 
held that plaintiff could not maintain a suit for infringement against 
the defendant. 

Unrair Competition—“HEKOoLITH” oN DentTurEs—Sate or Genuine Goons 
OxstTaInep AsBRoap aT Lower Price. 

Where plaintiff, exclusive selling agent in the United States of den- 
tures put out by it under the names “Hekolith” and “Hecolite,” had 
identified said trade-marks with its goods in the mind of purchasers, the 
sale by defendant under the “Hekolith” trade-mark of dentures ob- 
tained by him from the German manufacturer held unfair competition, 
and an accounting was ordered. 

Trape-MarKks—I mporrer’s Use or Own Laser on ForeriGn-Mape Goons. 

An importer of foreign-made goods who sells them in this country 
under his own trade-marks may so label his goods and advertise his 
business that the trade-marks come to indicate that the goods bearing 
them come from him, although they are not made by him. His monopoly 
of the trade-mark in this country, therefore, becomes complete. 

Trapve-Marxs—“Hecouite” Versus “HexkorirH”—REGIsTRaTION. 


The registration of the word “Hecolite,” the Anglicized form of the 
German word, “Hekolith,” which had been duly registered in the United 
States, could not be registered in the Patent Office by the exclusive sales 
agent in America until the registration of the word “Hekolith” had been 
assigned to it. 

In equity. Action for trade-mark infringement and unfair com- 


petition. ‘From a judgment in favor of plaintiff, defendant ap- 
peals. Modified and affirmed. 


John E. Stryker and John E. Stryker, Jr., both of St. Paul, 
Minn., for appellant. 

Francis E. Marsh, of McMinnville, Ore., Wilbur, Beckett, 

Howell & Oppenheimer, of Portland, Ore., and Paul, Paul 

§ Moore, of Minneapolis, Minn., for appellee. 


Before GarpNER, SANBORN, and Wooproveu, Circuit Judges. 

Wooproven, C. J.: The American Hecolite Denture Corpora- 
tion brought this suit in equity against David Perry setting up two 
causes of action. The first cause of action was based on the claim 
that the defendant was guilty of unfair competition in connection 
with the sale of denture blanks in that he falsely represented to the 
dental trade that he was selling denture blanks of the plaintiff com- 
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pany. In the second cause of action the defendant is charged with 
infringing the plaintiff's trade-marks under the Act of February 20, 
1905 (88 Stat. 724, as amended, 15 U.S. C. A. §§ 81-109). Besides 
injunctional relief, plaintiff prayed for damages and accounting. 

It appears that the plaintiff is a corporation organized under the 
laws of Oregon and that the defendant is a citizen of Minnesota with 
his principal place of business at Minneapolis, and more than $3,000 
is involved. 

About February 18, 1925, a German corporation known as Heko- 
Werk Chemische Fabrik A-G adopted the trade-mark “Hekolith” 
applied to the plastic material it manufactured for making prosthesis 
and artificial dentures for false teeth. It sold a small amount of 
this product in the United States, but in about August of 1926, Dr. 
Leif Underdahl, a dentist residing at Portland, Ore., acquired from 
the Heko-Werk Company the exclusive selling rights in the United 
States. He continued to sell the product until October, 1926, when 
he organized the plaintiff corporation and transferred his selling 
rights to it. Since that time the corporation has continuously bought 
the product from the Heko-Werk Company and sold it in interstate 
commerce in the United States. On March 22, 1927, the Heko-Werk 
Company filed application for registration of the trade-mark Heko- 
lith in the United States Patent Office in connection with its material, 
the registration having been granted on December 27, 1927, and 
being still in force. 

On April 8, 1927, the Heko-Werk Company, by written agree- 
ment with the plaintiff, constituted the plaintiff its exclusive agent, 
for ten years, to sell ‘““Hekolith” in the United States and Canada, 
agreeing to supply the plaintiff with the material, and that it would 
not sell to others, but would use every means in its power to protect 
the exclusive agency of the plaintiff. The agreement contained the 


provision: ‘““The Heko-Werk will protect its sole agents but cannot 


be made responsible if the material without their knowledge and 


fault is supplied from any other unknown source.” The contract 
has remained in force. 
The plaintiff adopted the word ‘“Hecolite” in the name of its 


corporation and applied it to the product it was selling inter- 
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changeably with “Hekolith.” Hecolite is Hekolith Anglicized or 
translated, and the word “Hecolite” is said by Doctor Underdahl 
to “have more sound than ‘Hekolith.’”’ “It has a better range to it 
than ‘Hekolith.’”” The plaintiff labeled the box in which the den- 
ture blanks were shipped: ‘“‘Hecolite—The crowning achievement 
of creative chemistry and dental art.” At first common boxes were 
used, but later plaintiff put the dentures up in distinctive little green 
boxes. The blanks themselves had embossed thereon by the manu- 
facturer “Hekolith,” size numbers, and the words “Made in Ger- 
many’ in both the French and the English languages. The plain- 
tiff put no markings of its own upon the denture blanks. It does 
not appear that the plaintiff, in selling or shipping “Hecolite’”’ or 
“Hekolith” ever attached to the goods or containers any notification 
of trade-mark registration, except that in the early part of 1932, 
about the time this suit was brought, the plaintiff put on the inside 
cover of its boxes “Hecolite is a trade-mark of the American Hecolite 
Denture Corporation and is registered in the United States Patent 
Office. Products not imported and distributed by the American 
Hecolite Denture Corporation constitute an infringement thereof.”’ 
The denture material and blanks were referred to in the trade as 
either “Hekolith” or “Hecolite.”” The plaintiff not only made selec- 
tions and rejections out of the denture blanks received from the 
German manufacturer, but also subjected the blanks which it offered 
for sale to a secret process, something like drying out lumber, which 
greatly improved them. It also made immediate replacement of any 
plates claimed to be defective. 

By assignment dated December 12, 1929, in Germany, and 
recorded in the United States Patent Office January 21, 1930, Heko- 
Werk assumed to transfer to plaintiff the entire title and interest in 
and to its ‘““Hekolith” trade-mark, together with the good-will of the 
business appurtenant thereto in the United States, the plaintiff hav- 
ing, on September 19, 1929, itself applied for registration of the 
trade-mark “Hecolite,’ obtaining certificate of registration on 
December 23, 1930. The document offered to evidence the assign- 
ment of the trade-mark “Hekolith” to the plaintiff is acknowledged 
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by one Hengstmann, said to be ““Direktor” of the German corpora- 
tion, as his act and deed, but there is no acknowledgment that the 
signing was the act and deed of the corporation. The document 
also lacks certification that it is acknowledged according to the 
laws of the country (Germany) in which it was executed. (Act of 
February 20, 1905 § 10, 15 U.S. C. A. § 90.) A further document 
executed in Germany offered as a ratification of the assignment by 
the German corporation similarly lacks acknowledgment of the 
corporation and certification of conformity to the German laws. 
Plaintiff expended large sums of money in advertising the denture 
blanks in this country and in demonstrating their uses and advan- 
tages, and had built up a large business in them in the United States 
and had sold more than 2,000,000 at the time of trial. In all of the 
advertising, demonstrating, and selling done by the plaintiff the name 
‘“Hecolite’” was always applied to the denture blanks. 

The defendant, David Perry, has been in the dental supply busi- 
ness for forty-five years, selling to dealers and dentists and having 
a mailing list of some 8,000 prospective customers, and between 
August 3, 1928, and September, 1928, he bought around 2,000 
“Hecolite” denture blanks from the plaintiff for resale. He was 
then fully informed of the exclusive selling rights the plaintiff had 
acquired from the German manufacturer and of the plaintiff's ex- 
tensive advertising, but, as he found out that he could buy the blanks 
even from retailers in Germany and sell them in this country far 
below the prices maintained here, he determined to do so. He ap- 
plied to the Heko-Werk Company in Germany, but that company 
refused to sell to him and referred him to their sole agent in America, 
the plaintiff. He succeeded, however, in buying supplies of the 
genuine blanks in Germany and circularized his customers in regard 
tothem. Through such advertising and otherwise he has sold a large 
number of the denture blanks, which he imported, throughout the 
states of Minnesota and the Northwest in interstate commerce, and 
in selling such blanks he has represented them to the trade to be 


“Hecolite” blanks; they being embossed with the manufacturer’s 


trade-mark “Heckolith” exactly as were those sold by the plaintiff. 
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There is no claim that he ever handled anything but the genuine 
product of the Heko-Werk Company. Not knowing of any trade- 
mark registered in this country covering the material or the denture 
blanks, he applied for registration of the trade-mark “Hekolith’”’ in 
his own name, and his application was passed to issue and published, 
but was subsequently rejected on account of the prior issuance of 
the certificate to the German manufacturing company. Perry sold 
the blanks for less than $2, against the price maintained by the plain- 
tiff of around $3, and his competition was injurious to the plaintiff. 

The trial court found that Perry was guilty of unfair competi- 
tion against the plaintiff and also of infringement of the plaintiff's 
trade-marks, and issued injunction and ordered accounting. 

It appeared on the trial that “Hecolite” is only one of a great 
many denture blank materials that have come on the American mar- 
ket made up from material more like celluloid than rubber composi- 
tion, and Perry is now handling one that he calls “Perolite,” having 
no intention to sell any more “Hecolite.”” He consented to an in- 
junction so far as ““Hecolite” or “Hekolith” was concerned, but in- 
sisted that he had not infringed under the Trade-Mark Act, nor 
competed unfairly with the plaintiff, and that he was not subject to 
an accounting. Such are his contentions on this appeal. 

We consider first the alleged cause of action based upon the 
Trade-Mark Act. 

Such a suit rests “on the ownership of the trade-marks’’ and 
“title to the trade-marks is indispensable to a good cause of action.” 
Shaver v. Heller & Merz Co. (C.C. A. 8) 108 F. 821, 826, 65 L. R. A. 
878; Krauss v. Jos. R. Peebles’ Sons Co. (C. C.) 58 F. 585; Hopkins 
on Trade-Marks, Trade-Names § Unfair Competition (3d Ed.) § 
175; 63 Corpus Juris § 535. The statute reads “any person who 
shall, without the consent of the owner thereof, reproduce . . . . any 
such trade-mark and affix the same to merchandise” and shall use 


































the same in interstate commerce “shall be liable to an action for 
damages therefor at the suit of the owner thereof.” 15 U. S. C. A. 
§ 96. Until December, 1929, the trade-mark “Hekolith” belonged 
to and was registered in the United States Patent Office in the name 
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of the German manufacturer as the owner thereof, and the plaintiff 
has made no claim to any ownership therein prior to that date. Its 
only claim to ownership is based upon the documents which it offered 
in evidence purporting to show an assignment and ratification of 
assignment of the trade-mark from the German corporation, dated 
December 12, 1929, and September 1, 1932, respectively. As these 
documents were neither acknowledged nor certified, as required by 
the provisions of the Trade-Mark Act, the objection which defendant 
made to their reception in evidence should have been sustained. 
(Act of February 20, 1905 § 10,15 U.S.C. A. § 90.) Absent these 
documents, there was not sufficient proof to establish the ownership 
of the trade-mark ‘“‘Hekolith” in the plaintiff, as required by the act. 

If the plaintiff had become the owner of the trade-mark by 
properly evidenced assignment thereof from the owner, it would 
have had the duty under the Trade-Mark Act to give notice to the 
public that the trade-mark was registered by affixing “Reg. U. S. 
Pat. Off.” Section 28, Act of February 20, 1905, 15 U. S.C. A. § 
107, title 15 U. S.C. A. § 105, p. 413. “Otherwise on a suit for in- 
fringement no damages shall be recovered except on proof that the 
defendant was duly notified of infringement and continued the same 
after such notice.” Id. The plaintiff did not affix to the denture 
blanks which it sold a notice of registration of ‘“Hekolith,’ as 
prescribed in the statute by label or otherwise, but claims that Perry 


was “duly” notified of infringement and continued the same after 


such notice. Although the trial court so found, it appears to us 
that the testimony in the record is insufficient to sustain the finding. 


We do not find that the plaintiff ever brought notice home to 
Perry that the plaintiff was the owner of the trade-mark “Hekolith,” 
either while the mark stood registered in the name of the German 
manufacturer or after the plaintiff had taken the purported assign- 
ment thereof. Without such notice brought home to him, Perry had 
no reason to believe that his sale of the denture blanks with that 
mark embossed upon them by the manufacturer would constitute an 
infringement of any registered trade-mark belonging to the plaintiff. 
As the plaintiff did not comply with the duty of labeling the denture 
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blanks with the prescribed words of notification and did not “duly” 
notify Perry that it was the assignee or owner of the trade-mark, it 
could not maintain against Perry the suit allowed by the Trade- 
Mark Act to the owner by assignment of a trade-mark registered 
under the act. The statutory action is one in which recovery up to 
treble the amount of actual damage may be had, but the requirements 
of the statute to be met by the plaintiff cannot be disregarded by the 
courts. 

Plaintiff contends that as to its registered trade-mark “‘Hecolite,” 
it stands in more favorable position. But we do not agree so far 
as the statutory action is concerned. ‘‘Hecolite’” being merely a 
translation of the German “Hekolith,’ and, therefore, “identical 
with the registered trade-mark,” its registration in the name of the 
plaintiff should not have been allowed by the Patent Office and was 
not allowed until after the plaintiff had acquired the purported 
assignment to it of the German manufacturer’s original registered 
trade-mark “Hekolith.”” Dadirrian v. Yacubian (C. C. A. 1) 98 
F. 872, 8738, affirming (C. C.) 72 F. 1010; Selchow v. Chaffee & 
Selchow Mfg. Co. (C. C. N. Y.) 182 F. 996; 15 U.S. C. A. § 104, 
and page 402. Plaintiff's rights under the statute in the mark 
‘“Hecolite’”’ were dependent upon and secondary to its statutory 
rights in the mark “Hekolith,” and from which “Hecolite” was 
derived by translation. 

By the Tariff Act of June, 1930, 19 U. S. C. A. § 1001 et seq. 
(re-enacting corresponding provisions in the Tariff Act of 1922, 
42 Stat. 858) the domestic owner of a trade-mark for foreign made 
goods is given further and complete protection against importations 
of such goods without his consent, including a right to injunction 
and accounting. But not only must ownership of the trade-mark be 
shown, but filing thereof with the Treasury Department as provided 
in the Act. (19 U.S. C. A. § 1526.) We conclude that the plain- 
tiff, not having made out a case under the statute, the trial court 
should have denied an accounting for damages under the second 
cause of action and the decree upon the second cause of action is 
modified accordingly. 
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The plaintiff's suit for unfair competition presents the question 
whether Perry sold the “Hekolith’’ marked denture blanks that he 
bought in Germany in such a way or under such circumstances as to 
induce belief that they came from the Hecolite Company. It was 
incumbent on plaintiff to show that Perry had “palmed off his blanks 
as those of the plaintiff”; that he was guilty of “passing off” as it 
is called in the English law books. A. L. A. Schechter Poultry Cor- 
poration v. United States, 55 S. Ct. 887, 79 L. Ed. —, 97 A. L. R. 
947; Warner & Co. v. Eli Lilly & Co., 265 U.S. 526, 531, 44 S. Ct. 
615, 68 L. Ed. 1161 [14 T.-M. Rep. 247]; Hanover Star Milling 
Co. v. Metcalf, 240 U. S. 403, 413, 36 S. Ct. 357, 60 L. Ed. 713 
[6 T.-M. Rep. 149]; Elgin National Watch Co. v. Illinois Watch 
Case Co., 179 U. S. 665, 674, 21 S. Ct. 270, 45 L. Ed. 865; Queen 
Mfg. Co. v. Isaac Ginsberg § Bros. (C. C. A. 8) 25 F. (2d) 284 
[18 T.-M. Rep. 275]; Wirfs v. D. W. Bosley Co. (C. C. A. 8) 
20 F. (2d) 682; Pyle National Co. v. Oliver Electric Co. (C. C. A. 
8) 281 F. 6382; A. Leschen §& Sons Rope Co. v. Fuller (C. C. A. 
8) 218 F. 786 [5 T.-M. Rep. 87]; Allen B. Wrisley Co. v. Iowa 
Soap Co. (C. C. A. 8) 122 F. 796; Wolf Bros. § Co. v. Hamilton- 
Brown Shoe Co. (C. C. A. 8) 206 F. 611 [3 T.-M. Rep. 415]; 
Sweet Sixteen Co. v. Sweet “16” Shop, Inc. (C. C. A. 8) 15 
I’, (2d) 920 [17 T.-M. Rep. 71]; Buzby v. Davis (C. C. A. 8) 
150 F. 275, 10 Ann. Cas. 68. The plaintiff says that it had built up 


the only market for the dentures and the only business in them that 


existed in this country by means of its own industry and advertising, 
and that the trade-marks “‘Hecolite” and ‘“Hekolith” in connection 
therewith indicated to the public understanding that the goods came 
from the plaintiff, although not made by it. On the other hand, 
Perry contends that all the plaintiff’s trading in the denture blanks 


was on the merit of the German manufacture, and the reputation of 


the German chemists, who had produced “‘the crowning achievement 
of creative chemistry and dental art.” He denies that either those 
who bought the blanks or those who used them identified the plain- 
tiff with them in any way. 
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We do not find among the many cases cited to us from the federal 
reports any cases where exclusive sales agents for foreign made 
trade-marked goods have obtained accounting for unfair competition 
in the same genuine goods under directly analogous circumstances to 
those here present. 

Bourjois & Co. v. Katzel, 260 U.S. 689, 43 S. Ct. 244, 67 L. Ed. 
464, 26 A. L. R. 567 [13 T.-M. Rep. 69], is conclusive authority 
that an importer of foreign made goods who sells them in this country 
under trade-marks which he owns may so label his goods and ad- 
vertise his business that the trade-marks come, by public under- 
standing, to indicate that the goods bearing the trade-mark come 
from him, though not made by him. Thereupon his monopoly of the 
trade-mark in this country becomes complete to the extent that 
neither the foreign manufacturer himself nor a vendee through him 
can lawfully sell the trade-marked goods in competition in this 
country. 

In Prestonettes, Inc. v. Coty 264 U. S. 359, 44 S. Ct. 350, 351, 
68 L. Ed. 731 [18 T.-M. Rep. 135], the Supreme Court made it 
clear that an owner of foreign made trade-marked goods does not 
have the right to prohibit a purchaser of the goods, who repacks and 
sells them with or without added ingredients, from using the name 
on his own label to show the true relation of the trade-marked prod- 
uct to the article he offers, provided the name be not so printed or 
otherwise as to deceive the public. 


If a man bought... . a demijohn of Old Crow whiskey, he certainly 
could sell the . . . . whiskey in bottles, and tell what it was if he stated 
that he did the... . bottling. Such a right accrues “by virtue of .... 
ownership.” When the mark is used in a way that does not deceive the 
public we see no such sanctity in the word as to prevent its being used to 
tell the truth. It is not taboo. Id. 





But in neither of these cases is there discussion of what facts 
must be shown in order to create a public understanding inuring 
to an exclusive sales agent who imports foreign made trade-marked 
goods that the goods have come from him, though not made by him. 

From the English cases cited it appears to be well settled in 


England, in accord with our own decisions, that an exclusive sales 
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agent of foreign made trade-marked goods may so carry on his busi- 
ness of selling the goods in the country of import as to there create a 
public understanding that the goods have come from him, though 
not made by him. Imperial Tobacco Company of India, Ltd. v. 
Bonnan (1924) 41 Reports of Patent Cases, 441; Richards v. 
Butcher, 7 Reports of Patent Cases, 288; Dental Mfg. Co., Ltd. v. 
C de Trey & Co. (K. B. Div. 1912) 29 Reports of Patent Cases, 617; 
C. G. Vokes, Ltd. v. J. F. Evans and Marble Arch Motor Supplies, 
Ltd. (1931) 49 Reports of Patent Cases, 140. It is also held that 
in a proper case an action for “passing off’’ would be available as a 
protection to such an exclusive agent. Jd. The English cases also 
suggest as a test to determine whether an exclusive sales agent of 
foreign made goods has brought himself into position to avail of such 
remedy, that the inquiry be made what, if anything, there was to 
identify the agent with the articles dealt in by him which was used 


to induce the purchaser to buy them; “what, if any, peculiar feature 


either in get-up or shape or whatever it may be.” Was there any- 


thing about the goods which by way of get-up says to the purchaser: 
“This is a thing for which (the sales agents) are responsible, not 
necessarily as makers, but as persons who have dealt in it and who 
guarantee its quality to you.” It appeared in the English cases cited 
that the sales agents had sold entirely on the reputation of the makers 
of the goods and so could not maintain suit for “passing off.” 

But we think that in this case the peculiar features are found 
which are necessary to identify the plaintiff with the denture blanks 
sold but not made by it. The particular material out of the mass of 
kindred products on the market as it was imported, advertised, 
demonstrated, and sold by the plaintiff, selected, processed, and put 
up in the distinctive little green box, vouched for and replaced when- 
ever complained against and given the name with the better sound, 
“Hecolite,” became completely identified in the public mind as 
coming from the Hecolite Company, the plaintiff, though it was not 
the maker nor claimed to be. The plaintiff has the “‘get-up of its 
own under which it sells” which qualifies it to maintain the suit for 


unfair competition. Although the plaintiff did not originate the word 
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“Hecolite,” but merely translated, Anglicized, or revamped it from 
“Hekolith,” plaintiff alone of all the world adopted and made use of 
‘“Hecolite” to designate the goods it sold. Doubtless ““Hekolith” 
could have been Anglicized in many other ways. The plaintiff did 
it in its own way. It also exercised selection in putting out the blanks 
which it sold under the name “Hecolite”’ and, in addition, it processed 
the blanks. As a result, the product sold by the plaintiff and identi- 
fied as belonging to it by the name “Hecolite,” although it was made 
in Germany and was embossed with the trade-mark “Hekolith,” was, 
in fact, a superior article. Gillette Safety Razor Co. v. Franks, 41 
Reports of Patent Cases, 499; Spalding §& Bros. v. Gamage, Ltd. 
(1918) 35 Reports of Patent Cases, 101; Teacher v. Levy (1905) 
23 Reports of Patent Cases, 117; Cheney Bros. v. Gimbel Bros. 
(D. C.) 280 F. 746; Russia Cement Co. v. Katzenstein (C. C.) 109 
F. 314; 63 Corpus Juris § 83. It was this superior product which 
the plaintiff had made known to the American trade and which the 
American trade had come to expect when “Hecolite” was offered. 
It follows that when Perry offered his importation of blanks and 
connected the name “Hecolite” with them he was guilty of unfair 
competition and subject to accounting. Nor is it any protection to 
Perry to say that he did not know all of the distinctive merits of 
the plaintiff’s blanks. He was attempting to sell on the plaintiff's 
reputation and standing, as he had no right to do, and the inferiority 
of his blanks aggravated the damage to the plaintiff. Although 
Perry has denied calling his blanks “Hecolite,’’ we think the finding 


of the trial court that he did so is sustained. Indeed, Perry testified: 


“TI think I have sent out circulars with the name ‘Hecolite’ after I 
quit selling the blanks bought directly from the American Hecolite 
Denture Corporation.” 

It is ably presented on Perry’s behalf that after he had bought 
and imported his ““Hekolith” blanks he had a property right in them 
which included the right to sell them (passing over the Tariff Acts 
of 1922 and 1980, supra). The extent of such a right generally, as 
well as the limitations thereon which result from the rights which 


have accrued to others, are very fully considered in the cases cited. 
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It is sufficient that he did not have the right to sell in such a way or 
under such circumstances as to induce belief or trade upon the un- 
derstanding that the blanks came from the plaintiff or that they were 
identical with those sold by the plaintiff. Such deceits are action- 
able. 


The decree upon the first cause of action is affirmed. 


Bovurgsois, Inc. v. Park DruG Company, Inc. 
(29 U. S. P. Q. 55) 


United States Circuit Court of Appeals, Eighth Circuit 
March 13, 1936 


Unrairr Competition—Svuits—Finpinos or Tarrat Court. 

The findings of a chancellor on conflicting testimony are presump- 
tively correct and will not be overthrown unless it is clear that some 
serious mistake has been made in consideration of the evidence. 

Unram Competition—“Eventnec tn Paris” ann “Excetia” on Face Powper 
—DeEraMaTION oF CompetrTor’s Propucr. 

Where plaintiff, which put out face powder under the trade-mark 
“Evening in Paris,’ sought to enjoin defendant from selling customers 
its “Excella” face powder when plaintiff’s powder was called for, held 
that defendant had the right to push the sale of its face powder against 
defendant’s powder by honest representation and persuasion. 

Unrar Competition—Svuits—Evivence—Use or Deceptive Term. 

Granting the truth of plaintiff's claim that defendant wrongly 
represented its “Excella” face powder as having a buttermilk base, such 
statement, as possibly merely metaphorical, held no ground for an in- 
junction to plaintiff. 

Unrair Competition—Svu1ts—EvipE NCE. 

In the case at issue, where the evidence as to alleged slandering of 
plaintiff's product by defendant’s salesmen was conflicting and, more- 
over, plaintiff’s “shopper” employed to obtain such evidence, failed to 
identify salesmen responsible for the alleged statements by name, the 
decree of the lower court dismissing the complaint for lack of evidence 
was affirmed. 


In equity. Action for alleged unfair competition in the use of 
slander and defamation in sale of a trade-marked product. From 
a decree dismissing complaint, plaintiff appeals. Affirmed. 


Asher Blum (Lewis, Rice, Tucker, Allen & Chubb and Mock & 
Blum, all of New York City, on the brief), for appellant. 
Ralph Kalish, of St. Louis, Mo., for appellee. 
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Before GarpNER, WooprovuGH and VAN VALKENBURG, Circuit 
Judges. 


Wooproven, C. J.: Bourjois, Inc., is a New York corporation 
engaged, among other things, in selling its face powder throughout 
the United States under its registered trade-mark “Evening in 
Paris.” The product is skillfully compounded of pure non-poison- 
ous and harmless ingredients, has been nationally advertised at great 
cost and deservedly enjoys an excellent reputation so that the good- 
will of the business is of the value of much more than $38,000.00. On 
April 23, 1984, Bourjois, Inc., brought this suit in equity against 
the Park Drug Company, Inc., a Missouri corporation, which 
operates six cut-rate drug stores in St. Louis, Mo., charging the 
defendant with trade-mark infringement and unfair competition. 
It alleged that defendant sold the Bourjois “Evening in Paris’’ face 
powder in its stores but also kept other competing face powder, from 
the sale of which it could make more profit, and that defendant en- 
deavored to and did “switch” customers of “Evening in Paris’ face 
powder into buying the competing face powder, “by falsely . 
representing . . . . that plaintiff's “Evening in Paris’ face powder 
was of inferior quality . .. . that it would injure the skin... . that 
it contained poisonous ingredients such as mercury or lead.” The 
prayer was that defendant be enjoined from making any untrue 
statements or representations relative to the quality or purity of 
plaintiff's preparations, from switching prospective customers who 
ask for plaintiff’s products to other products, and for accounting and 
damages. 

The Park Drug Company pleaded that it had not made, was not 
making, and would not make any false representations or statements 
concerning the plaintiff's product. It denied that its clerks had 
done so, but, if any of its clerks had made any false statements with 
respect to the plaintiff's product, such statements were made without 
the knowledge of defendant and contrary to defendant’s instructions 
to its clerks. 
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On the trial of the case there was no proof of trade-mark in- 
fringement or ‘‘palming off,’ and the case was tried on the issue of 
unfair competition. 

It appeared that the Bourjois Company required the retail deal- 
ers who handled its “Evening in Paris” face powder to resell it at 
the price of $1.10 per box, and it was sold at that price in prominent 
stores in the City of St. Louis. But the defendant, from the time it 
started business, in about 1930, obtained the face powder from 
sources other than the plaintiff and persistently sold it at a lower 
price. On one occasion in February, 1934, it inserted an advertise- 
ment in the St. Louis Post-Dispatch that it would sell a combination 
of Bourjois advertised products, which included a box of the face 
powder, a lip stick and a perfume, for sixty-nine cents. Defendant 
says this was done to meet the challenge of a competitor in the city 
who had made the same offer two weeks before, it being defendant's 
policy to allow no competitor to undersell it. Ordinarily the defend- 
ant never “featured” the plaintiff's “line ;” “never gave them counter 
display or window display or newspaper advertising, outside of 
occasional spots.” Never advertised “Evening in Paris’ since the 
advertisement in February. 

About February 1, 1934, the Bourjois Company, having ex- 
hausted its efforts to get defendant to sell the product at its standard 
price, hired a certain Mrs. Ruth Uthe, at $15.00 a week and ex- 
penses, in the capacity called a “shopper,” to buy up all the Bourjois 
products offered for sale at cut prices by the defendant at any of its 
stores. Mrs. Uthe continued in such employment until June, 1934, 
and “‘shopped” at each of defendant’s stores, and altogether she 
bought several hundred dollars worth of the Bourjois products. The 
clerks in the stores came to know her and must have known she was 
shopping for a purpose. Mrs. Uthe was the only person employed 
and paid by the plaintiff to “shop” the defendant’s stores, but eleven 
other women who had come to the defendant’s stores to buy “Eve- 
ning in Paris’ face powder testified as witnesses in the plaintiff’s 
behalf. Mrs. Uthe’s mother was one and her sister another; also 


her sister’s sister-in-law. Three others lived at the same address 
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given by Mrs. Uthe, and it seems probable that they all visited the 
defendant’s stores at the direct or indirect instigation of Mrs. Uthe. 
All of them said that the clerks of defendant endeavored to induce 
them to purchase a face powder called “Excella,’’ which was sold 
exclusively in St. Louis by the defendant, and upon which the de- 
fendant made a large profit. They also testified that in the course 
of the sales talk the clerks made statements that the plaintiff's 
“Evening in Paris” face powder contained mercury, or that it con- 
tained white lead, or that it had a rice base (which, in truth, it has 
not), or that it contained other ingredients injurious to the skin of 
the user. 

The vice-president general manager of defendant and eight of 
its employees described in detail the selling system carried out in 
the stores. There are many items of merchandise upon which the 
margin of profit is large and the clerks are paid a commission upon 
the sale of such items, the commissions aggregating a substantial per- 
centage of the clerks’ total compensation. The face powder called 
“Excella” was one of the items upon which such commission would 
be paid and “Evening in Paris’ face powder was not. There was, 
therefore, inducement for the clerks to push the sale of ‘“Excella.” 
But the general manager said “our policy was to frown upon any 
type of high pressure selling. It is the policy of our company that 
misrepresentations hurt us in the long run; that we cannot build up 
a business by misrepresenting merchandise’; “our policy is to sell 
merchandise cleanly, without misrepresentation. We do not at any 
time allow knocking in our stores ;’” the clerks “cannot misrepresent 
some other person’s merchandise ;”’ they forbid their clerks to knock 


any merchandise; “knocking means to misrepresent an article, to 


present it unfairly, to utter untruths about it which might be detri- 


mental and cause hurt to the item; also means to underrate an item 
possibly ;” “we do not at any time allow knocking in our stores.” 
It was proven that very peremptory bulletins were published and 
brought directly to the attention of the clerks, absolutely forbidding 
them to “knock” any merchandise as a means of pushing the sale of 


competing articles. The clerks maintain most positively, through 
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direct and extended cross-examination, that the instructions given 
them against “knocking” were understood and obeyed and that no 
misrepresentation of the plaintiff's product was ever made as alleged 
in the bill. 

The trial court concluded that the plaintiff had “failed to prove 
and establish the defamatory allegations and charges against de- 
fendant in plaintiff's bill of complaint contained,” and among the 
“Findings of Fact’’ appear the following: 

19. That, if any of defendant’s salesclerks made any misrepresentations 
or disparaging remarks or statements in connection with a competitive or 
advertised article, such instances were contrary to and in disobedience of, 
defendant’s said instructions, and were without the knowledge or consent 
of defendant’s managing or executive officer or officers. 

21. That defendant has not, by falsely and wilfully and maliciously 
representing and stating to prospective customers inquiring or asking for 
“Evening in Paris” face powder that plaintiff's said “Evening in Paris” 
face powder was of inferior quality, or that it would injure the skin of the 
customer, or that said “Evening in Paris” face powder contained poisonous 
ingredients, such as mercury or white lead, “switched” such customers 
into buying or accepting defendant’s said “Excella” or other competing 
face powder. 

The plaintiff's suit was dismissed and it has prosecuted this ap- 
peal. It contends at the outset that the findings of the trial court do 
not show whether the court believed or disbelieved the testimony of 
the plaintiff’s witnesses to the effect that the clerks of defendant 
made “defamatory allegations and charges” concerning “Evening in 
Paris” face powder. The testimony related entirely to alleged state- 
ments of the clerks of defendant of and concerning plaintiff's prod- 
uct, while the court’s findings and conclusions speak only of the 
corporation defendant. The argument is that the trial court believed 
that defendant’s clerks had maligned the plaintiff's product, as 
claimed by the witnesses, but considered the corporation not ac- 
countable because the officers of the corporation had issued instruc- 


tions and bulletins to the clerks against such defamation of competi- 


tor’s merchandise. Appellant insists that a corporation acts only 
through its servants and is bound by what they do within the scope 
of their employment and that the principle is fully applicable in 
suits to enjoin unfair competition. It contends that the trial court 
erred to its prejudice as to the law. 
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We agree fully that the law concerning unfair competition is as 
stated in the contention. The Park Drug Company sells its “Ex- 
cella” face powder in competition with “Evening in Paris’ face 
powder solely through its clerks and it is bound by the conduct of 
the clerks in carrying on the competition. Particularly, it is answer- 


able for any slander or defamation of the merchandise of the plaintiff 


uttered by the clerks to push the sales from which they derive com- 
mission. Nor is there any doubt that such slander, defamation or 
false representations, when proven to have been made by the clerks 
of a mercantile corporation as a part of the selling plan or system, 
constitute unfair competition which may be enjoined at the instance 
of the person whose good-will is injured thereby. A. L. A. Schechter 
Poultry Corporation v. United States, 295 U. S. 495; Helfi Co. v. 
Silver Co., 274 Fed. 653, Id. 278 Fed. 613; Nims on Unfair Com- 
petition, c. F. Sec. 4, p. 19 and Chapter XIX; International News 
Service v. Associated Press, 248 U. S. 215; Vorter Mfg. Co. v. 
Ply-Rite Contracting Co., 33 Fed. (2d) 302; Art Metal Works v. 
Abraham & Straus, 70 Fed. (2d) 641; Westinghouse Electric & 
Mfg. Co. v. Independent Wireless Tel. Co., 200 Fed. 748; Maytag 
Co. v. Meadows Co., 35 Fed. (2d) 403; Id. 45 Fed. (2d) 299. See 
“Statutory Unfair Competition,’ Mo. Law Rev., Vol. 1, No. 1, 
January, 1936. 

On the other hand, it appears that the findings and conclusions 
of the trial court were drawn up to respond to the pleading and to 
the general issues. The record shows no request for the court to in 
dicate specifically what he thought or found as to the truth or falsity 
of the testimony of those witnesses for the plaintiff who narrated con- 
versations with clerks. In the absence of such a particular finding 
we are not justified in assuming, from the more general findings for 
the defendant on the ultimate issues, that the trial court committed 
the error of law complained of. 

Consideration of the conflicting testimony heard by the trial court 
convinces that a difficult task of decision was presented. The com- 
mercial struggle between Bourjois, Inc., endeavoring to maintain its 


universal selling prices, and the Park Drug Company, striving to 
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build up its chain of cut-rate stores upon the opposite principle, was 
intense. The trial court was struck by the resort to the use of 
“shoppers.” Bourjois, Inc., had them and the defendant also em- 
ployed them even to check up on its own clerks (among other things, 
to ascertain if the clerks were “knocking” merchandise). The word 
‘‘snoopers”’ was used in connection with them. Extreme contentions 
were made about the effect of the defendant’s practice of paying com- 
missions to the clerks on items called “push money” items (P. M.’s) 
where the margin of profit was large and the practice of “switching” 
prospective customers to the purchase of such items. But it ap- 
peared that in the competing stores, where the Bourjois products 
were sold at the price required by Bourjois, such products were push 
money items to clerks awarded similar commissions. The testimony 
leaves the inquirer in grave doubt whether the defendant’s clerks 
ever resorted to any defamation of the merchandise in order to make 
their desired sales. Their explanation of how they do make the sales, 
by puffing and exciting interest in the wares they want to sell and 
forgetting about and inducing the customer to forget about the com- 
peting merchandise, lends plausibility to their positive denial that 
they villify others. 

A conspicuous weakness of the plaintiff's case on the facts lies 
in the failure of the plaintiff's witness to supply a reasonably precise 
identification of the clerks they charged with defamation of the Bour- 
jois product. All of the visits to defendant’s stores made by the 
Bourjois “shopper,” and those instigated through her, were made 
during February, March and the month of April of 1934, when the 
bill herein was filed. It would seem that at that time Mrs. Uthe, 
who was employed by Bourjois, Inc., by the week, could have ascer- 


tained the names of the clerks of the defendant who were being ac- 


cused. Instead of such an identification by name, the description 
run: “A medium brunette about five feet four and a half or five’; 
“a gentleman” ; a “young lady’; ‘‘a man with dark hair, dark eyes, 


dark mustache, about five feet ten inches, medium build kind of, not 


stout, thin like”; “more of a brown haired gentleman and if I re- 
member right he has a scar over his left eye” ; and the like vague and 


uncertain terms. 
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Although it is, as stated, the duty of the court of equity to en- 
join unfair competition waged by means of slander, defamation or 
misrepresentation of a competitor’s goods, it is a serious matter to 
issue such a writ against a merchant carrying on business in the 
community. An injunction should not be issued to prevent a threat- 
ened slander or libel as such, and certainly the court will not issue 
the writ to prevent unfair competition unless fully persuaded by 
convincing evidence that the defendant has offended as charged. 

The charges involved in this case are extreme: (1) That the face 
powder would injure the skin; (2) that it contained mercury ; 
(3) that it contained white lead; etc. Such poisons are universally 
dreaded and feared. It would seem that Bourjois would point out 
specifically any man or woman believed to be guilty of uttering such 
an extreme slander against it instead of leaving the persons unnamed. 
Nine or ten months intervened between the alleged slanders and the 
presentation of the testimony concerning them. A sense of fairness 
to the defendant would compel caution in basing action upon testi- 
mony that seemed unconvincing to the trier of fact. As the plaintiff 
failed to complete any identification and it remained practically 
impossible for the defendant to have the accused and accusers con- 
fronted with each other at the trial nine months later, the grave 
doubts might well have remained in the trial court’s mind after all 
the testimony was weighed and considered. 

Appellant has contended that the Park Drug Company should 
have brought all its thirty-odd clerks into court for identification and 
also that the clerks could not be believed if they made denial, be- 
cause none of them dared admit having slandered any merchandise 
on pain of instant discharge from employment. A point is also made 
that defendant falsely claimed that its ““Excella” face powder had 
a buttermilk base. The plaintiff proved it was not made out of but- 


termilk, but it is not certain just what the reference to the butter- 


milk base was intended to convey to the prospective purchaser. It 


is said that the use of the word “buttermilk” in connection with 
the base was metaphorical merely. The misrepresentation, if such 


it was, affords no ground for an injunction to plaintiff. The plain- 
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tiff prayed an injunction against switching prospective customers 
but we find no error in the conclusion of the trial court that the 
defendant has the right to push (the sale of) its “Excella” face 
powder against the plaintiff's “Evening in Paris’ face powder by 
way of honest representation and persuasion. 

All points made in the very able brief for appellant have been 
given consideration, but we are not persuaded that the decree of the 
trial court should be reversed. It has long been established by this 
and other federal courts that the findings of a chancellor on con- 
flicting testimony are presumptively correct, and will not be over- 
thrown, unless it is clear that some serious mistake has been made in 
consideration of the evidence. Tilghman v. Proctor, 125 U. S. 136, 
149, 8 S. Ct. 894, 31 L. Ed. 664; Karn v. Andresen, 60 Fed. (2d) 
127, 429, C. C. A. 8; Central Republic Bank & Trust Co. v. Caldwell, 
58 Fed. (2d) 721, 784, C. C. A. 8; Coats v. Barton, 25 Fed. (2d) 
818, 815, C. C. A. 8; Norwich Union Indemnity Co. v. Simonds 
(C. C. A. 8) 65 Fed. (2d) 135; Klaber v. Lakenan (C. C. A. 8) 64 
Fed. (2d) 86; Woods-Falkner & Co. v. Michelson (C. C. A. 8) 
63 Fed. (2d) 569; Conqueror Trust Co. v. Fidelity & Deposit Co. 
of Maryland (C. C. A. 8) 63 Fed. (2d) 833; Clements v. Coppin 
(C. C. A. 9) 61 Fed. (2d) 552. 

The decree of the district court is affirmed. 





CALIFORNIA Pack1ING CorporATION v. Sun-Marp Raisin GROWERS 


oF CALIFORNIA 
(81 F. [2d] 674) 


United States Circuit Court of Appeals, Ninth Circuit 


February 3, 1936 


Trape-Marks—AssiGNMENTS— VALIDITY. 

A manufacturer cannot make a valid assignment of his trade-mark 
and continue the manufacture or sale of the product on which the mark 
was used. 

TrapE-Marks—I NFRINGEMENT—“Sun-Maip” on Raisins—Errect or Con- 
TRACT. 

On March 10, 1917 appellant’s predecessor, J. K. Armsby Co., entered 

into a contract with appellee’s predecessor, The California Associated 
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Raisin Company, whereby the latter agreed to refrain from the use of 
the trade-mark “Sun-Maid” on all products other than raisins and 
products containing the same. Held, that, inasmuch as appellee has 
acquired the rights of the California Associated Raisin Company, it was 
bound to assume the burdens of the contract. 
Trape-Marks—“Sun-Marpw” on Rarstns—Fatture to Recorp ConTrRact. 

Held that appellant’s failure to record contract of March 10, 1917, did 
not open the door to a bona fide purchaser to question its validity, inas- 
much as the contract was not an assignment of the “Sun-Maid” trade- 
mark, but a contract limiting the right of the parties in its use. 

Trape-Marks—INFrrincEMENT—“Sun-Maipw” on Ratstns—ExrTeNnsioN oF 
Use—Lacues—Esropret. 

Where the appellant acquiesced in the unauthorized use of the trade- 
mark “Sun-Maid” in violation of contract for a long period, but such 
use by appellee was inconsiderable prior to January 1, 1929, and ap- 
pellant two months thereafter notified appellee of the breach of con- 
tract, held there was no estoppel or laches. 


In equity. Appeal from the United States District Court, South- 
ern District of California, Northern Division, in an action for al- 
leged trade-mark infringement. Reversed. For decision of the 
lower court see 24 T.-M. Rep. 383. 


Edward §. Rogers, of Chicago, Ill., and 4. W. Boyken, of San 
Francisco, Calif. (Miller §& Boyken, of San Francisco, Calif., 
of counsel), for appellee. 

F. D. Madison, Marshall P. Madison, and Leland B. Groezinger, 


all of San Francisco, Calif. (Pillsbury, Madison & Sutro, of 
San Francisco, Calif., of counsel), for appellant. 


Before Wiisur, Garrecut, and Matuews, Circuit Judges. 


Wixsur, C. J.: The appellant brought this action to enjoin the 
appellee from using the trade-mark “Sun-Maid” otherwise than on 
packages containing raisins or food products or confections made 
wholly or in part from raisins. The controversy grows out of the 
claim by the complainant and its predecessors that the trade-mark 
“Sun-Maid”’ used by the defendant and its predecessors infringed 
the trade-mark “Sun-Kist,’ which is used by the appellant. The 
controversy was first brought to the attention of the courts on 
June 21, 1915, by an action begun by J. K. Armsby Company, ap- 


pellant’s predecessor, against the California Associated Raisin Com- 
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pany, appellee’s predecessor, wherein J. K. Armsby sought to en- 
join the use of the trade-mark ‘““Sun-Maid” on raisins because of its 
prior use of the term “Sun-Kist” for the same purpose. The parties 
settled that litigation by contract dated March 10, 1917. 

The appellant, having succeeded to the rights of J. K. Armsby 
Company to the use of the trade-mark “‘Sun-Kist,”’ joined that com- 
pany in the contract, and Griffin & Skelley Company, a raisin pack- 
ing company, California Fruit Canners’ Association, and the Cali- 
fornia Associated Raisin Company, joined therein. Under the terms 
of this contract it was agreed that the California Associated Raisin 
Company would refrain from the use of the trade-mark “‘Sun-Maid” 
on all products other than raisins and food products or confections 
containing raisins. The appellee, Sun-Maid Raisin Growers of 
California, was not a party to this contract, but it has acquired the 
rights of the California Associated Raisin Company, which was a 
party to the contract, to the use of the trade-mark “Sun-Maid.” 

The primary question in the case is whether or not the appellee 
Sun-Maid Raisin Growers of California is bound by the contract 
of March 10, 1917. The California Associated Raisin Company 
changed its name to “Sun-Maid Raisin Growers” on February 17, 
1922. In the fall of 1923 it was found that the Sun-Maid Raisin 
Growers would have to terminate its business and dispose of its 
assets and the appellee was organized for the purpose of taking over 
the raisin packing business. Consequently, on August 1, 19238, a 
contract was entered into between the Sun-Maid Raisin Growers 
and the appellee by which, among other things, it agreed to transfer 
its raisin packing business and the good-will thereof, together with 
its applicable trade-marks. On June 3, 1924, after the execution of 
this contract, the Sun-Maid Raisin Growers was adjudged bankrupt, 
and in the bankruptcy proceedings its assets, including the trade- 
mark “‘Sun-Maid,’” were transferred to the appellee by the trustee in 
pursuance of the agreement theretofore entered into between the 
Sun-Maid Raisin Growers and the appellee. The appellee claims 
that it had no knowledge of the agreement of March 10, 1917, and 
is not bound thereby, and that the agreements contained in that 
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contract to be performed on behalf of its predecessor are covenants 
which do not run with the personal property assigned and are bind- 
ing only on the parties to the contract. This contention overlooks the 
character of the trade-mark and the right to its use. The California 
Associated Raisin Company, under its own name, the Sun-Maid 
Raisin Growers, could not convey any right to the use of a trade- 
mark which it did not own, and that right had been expressly limited 
by the agreement of March 10, 1917, wherein the parties had agreed 
to limit the use of that trade-mark to raisins and raisin products. 
Consequently, the trustee in bankruptcy sold that right and no other. 
By its agreement to refrain from using the trade-mark “Sun-Maid’”’ 
on any other than raisin products, it acquired the unquestioned right, 
so far as the parties here involved were concerned, to the use of 
that trade-mark on raisin products. The contract of settlement of 
the divers claims of the parties to the use of the trade-marks “Sun- 
Maid” and “Sun-Kist’’ was based upon mutual concessions as to 
doubtful claims. The appellee has enjoyed the fruits of that con- 
tract ever since it was executed and has packed nearly $250,000,000 
worth of raisin products under the trade-mark “Sun-Maid.” The 
appellee having purchased the rights of one of the parties to the 
contract of March 10, 1917, cannot avoid the corresponding burden. 
We quote in support of this rule a statement from 15 C. J. 518, as 
follows: ““The ordinary rules of construction apply to assignments 
and contracts affecting trade-mark rights. Successors or assignees 
are entitled to the same rights as the original proprietor, and the 
assignee of a trade-mark is subject to the same defenses that could 
be asserted against the assignor.’”’ This rule has been applied by 
the courts in analogous cases. In Waukesha Hygeia Mineral 
Springs Co. v. Hygeia Sparkling Distilled Water Co. (C. C. A.) 
63 F. 438, 442, the plaintiff sought an injunction to restrain the 
defendant from using the word “Hygeia” as a trade-mark for 
drinking waters except as specified in a contract between plaintiff's 
and defendant’s predecessor. The defendant claimed, as is claimed 
by appellee in this case, that it was a bona fide purchaser from the 
predecessor. The court stated: 
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The purchase was not of the character which protects the buyer from 
equities existing against the seller.... No larger claim can be maintained 
than was possessed by the source of title, and the right is subject to the 
same equities, abandonment, or estoppel which could be asserted against 
the vendor. 


It is true that in that case the court also held that because of the 
fact that the two different trade-marks were in constant use, there 
was notice by the defendant company of the conditions existing under 
the contract. Pratt v. Wilcor Manufacturing Co. (C. C.) 64 F. 
589, 592, a suit for infringement of letters patent, involved the 
same question. The plaintiff's predecessors had contracted with 
the defendants that each party should not interfere in the manu- 
facture of the inventions set forth in their respective patents. Sub- 
sequently, plaintiff's predecessor entered into an agreement with 
one Pratt under which he was given the exclusive rights to certain 
patents owned by Pratt. These patents of Pratt were infringed by 
the defendant’s patents, which plaintiff's predecessor had contracted 
to protect. The plaintiff's predecessor merged into the plaintiff 
company and then brought suit against the defendants for the in- 
fringement of the Pratt patents, thus in effect attacking the very 
patents that plaintiff's predecessor had contracted to respect and 
protect. The court in applying the rule as to benefits and burdens 
said: 

In the hands of the firm [E. C. Stearns & Co.] that assignment and 
right under the Pratt patent was burdened with the obligation of their 
contract with the Wilcox Manufacturing Company, and the complainant 
corporation took whatever it acquired from the firm of E. C. Stearns & Co., 
cum onere. I am therefore of the opinion, without inquiring into the sub- 
ject of the validity of the patent, or the novelty of the invention, or the 
question of infringement by the defendant, that the complainants cannot 
maintain their suit, and the bill will therefore be dismissed. 

The cases cited by the appellee, the Armstrong Co. v. Shell Co. 
of Calif., 98 Calif. App. 769, 277 P. 887, and Bryant v. Smith, 57 
Calif. App. 214, 206 P. 1025, also recognize that a party who enjoys 
the benefits of a contract must bear its burdens. Bradford Belting 
Co. v. Kisinger-Ison Co. (C. C. A.) 118 F. 811, holds that an as- 
signee is not bound to perform an independent covenant of his as- 
signor, a question not involved in the application of the rule we are 
discussing in the case at bar. 
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The lower court found that the appellee acquired the business, 
good-will, and trade-mark “Sun-Maid” from the Sun-Maid Raisin 
Growers in good faith and for a valuable consideration and without 
notice or knowledge of the contract of March 10, 1917. Con- 
sequently, appellee contends that it is not bound by that contract, 
and relies on the Federal Trade-Mark Act § 10 (15 U. S.C. A. § 
90), which authorizes the recordation of trade-mark assignments and 
provides that an assignment “‘shall be void as against any subsequent 
purchaser for a valuable consideration, without notice, unless it is 
recorded in the Patent Office within three months from date thereof.” 
The failure to record the contract of March 10, 1917, did not open 
the door to a bona fide purchaser to question the validity of the con- 
tract, for that transaction was not an assignment by the appellant 
to the California Associated Raisin Company of the “Sun-Maid”’ 
trade-mark, but a contract limiting the right of the parties in their 
use of it. 

What we have said disposes also of the appellee’s contention that 
under the California statutory law (Calif. Civ. Code §§ 655-663) 
a trade-mark is personal property, and that covenants do not run 
with transfers of personal property. The purpose and effect of the 
contract of March 10, 1917, was to define the relative rights of each 
in its respective trade-marks. The appellee limited its right of 
ownership in the trade-mark “Sun-Maid” to the use of it in connec- 
tion with raisins and raisin products. The contract so states. This 
view was adopted by the Court of Customs and Patent Appeals in 
litigation before that court between the parties hereto California 
Packing Corporation v. Sun-Maid Raisin Growers of California 
(Cust. & Pat. App.) 64 F. (2d) 370, 373 [23 T.-M. Rep. 196], where 
the appellant was contesting the right of the appellee to register the 
trade-mark ““Sun-Maid” as to other than raisin products. That court 
held that the contract of March 10, 1917, gave the Sun-Maid Com- 
pany only limited ownership in the trade-mark “Sun-Maid”’ and that 
it could not register the mark for any other product. The court 
said: “If an applicant has by contract divested himself of owner- 


ship of and the right to use a mark for which he makes application 
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for registration, he is not the ‘owner’ of the mark. . . . Under the con- 
tract, appellee is not the owner of the mark, and was precluded from 
using the same as applied to such goods.” 

The appellee also contends that the contract of March 10, 1917, 
shows that there was no intention on the part of appellee’s predeces- 
sor to bind its successors. In advancing this contention it relies 
upon the following provisions of the contract: 


Provided, however, that nothing herein contained shall be construed to 
limit the right of the party of the first part to sell or assign said trade- 
mark, or to license other persons . . . . to use the same to the extent to 
which the party of the first part has the right to use the same under this 
agreement... . 

Appellee’s contention is that the contract is in the disjunctive 
and the phrase, ““To the extent to which the party of the first part 
has the right to use the same,” applies only in case of a license to 
other persons and does not limit the right of an assignee of the 
trade-mark. 

There is nothing in the language of the contract to indicate that 
the appellee’s predecessor was to have a right to convey the trade- 
mark free from the limitation of the contract. The fact that the 
contract was intended to settle the rights of the parties to the use 
of the trade-mark “‘Sun-Maid” necessarily involves the purpose of 
binding the successors of the parties thereto. Certainly the appellee 
cannot accept an assignment of a contract without being bound by 
its limitations. Appellee also advances the contention that the 
contract of March 10, 1917, was not executed properly by the Cali- 
fornia Associated Raisin Company. The execution of the contract 
by the officers of the company who affixed the corporate seal is 
prima facie evidence that it was the act of the corporation. The 
pending action was dismissed, and the benefits of the contract were 
accepted by the appellee’s predecessor and the contract was thus 
ratified. The validity of the contract cannot now be questioned. 
Owyhee Land & Irrig. Co. v. Tautphas (C. C. A.) 121 F. 348; 
Jacksonville, etc., Nav. Co. v. Hooper, 160 U. S. 514, 16 S. Ct. 
379, 40 L. Ed. 515. The appellee contends that it has acquired the 
right to the use of the trade-mark on food products other than 
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raisins by assignment from the San Joaquin Grocery Company. 


This assignment was made by the San Joaquin Grocery Company in 
1924. The appellee had opposed the application of the San 
Joaquin Grocery Company for the registration of the trade-mark 
““Sun-Maid,” and as a result the assignment was made, but after the 
assignment it continued to sell the same products under other trade- 
names. A manufacturer cannot make a valid assignment of a trade- 
mark and continue the manufacture or sale of the same products in 
connection with which the trade-mark was used. Eiseman v. Schiffer 
(C. C.) 157 F. 473; Independent Baking Powder Co. v. Boorman 
(C. C.) 175 F. 448. 

Appellee contends that it has acquired the right to the use of the 
trade-mark “Sun-Maid” on other than raisin products by reason of 
its continued use thereof for such purposes. This contention is 
based in part upon the findings of the trial court that the trade- 
marks ‘“‘Sun-Maid” and “Sun-Kist” do not infringe, and the owner 
of a trade-mark has the right to extend its use to other products, as 
held in Del Monte Special Food Co. v. Calif. Packing Co. (C. C. A.) 
34 F. (2d) 774 [19 T.-M. Rep. 443]. It is clear that if, as we have 
held, the appellee was bound by the contract of March 10, 1917, not 
to use its trade-mark “Sun-Maid” upon products other than raisin 
products, it could not acquire a right to do so in direct contraven- 
tion of the terms of the contract. This question, however, is really 
significant only from the standpoint of laches and estoppel. The 
trial court held that the appellee was bound by the contract of March 
10, 1917. We agree with this conclusion. 

That court also held that the appellant was estopped from en- 
joining the appellee from using the trade-mark “Sun-Maid’’ in 
violation of the contract of March 10, 1917, because of its acquies- 
cence in the unauthorized use of that trade-mark by the appellee for 
a long period of time, and for that reason denied appellant the relief 
prayed for. We now consider that question. 

Appellee began the sale of dried prunes under the trade-mark 
“Sun-Maid” about October, 1926. The sales were relatively small 


in amount; for the years 1926 to 1929, inclusive, were $10,798. 
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The trade-mark was not used by appellee on any products other 
than raisin products and prunes prior to January, 1929. On March 
4, 1929, appellant notified appellee that it was violating the contract 
of March 10, 1917. It appears, however, that the California Asso- 
ciated Raisin Company, a party to the contract of March 10, 1917, 
registered the trade-mark “Sun-Maid” on April 30, 1918, for dried 
fruits, and on May 14, 1918, for raisins and dried fruit; that on 
January 6, 1925, appellee was issued a certificate of registration of 
the “Sun-Maid” trade-mark upon a variety of food products that 
did not contain raisins. In 1926 appellee advertised “Sun-Maid 
Prunes” in a trade journal. In view of the extensive business of 
both parties to the contract, running into millions of dollars, the sale 
of “Sun-Maid” prunes prior to 1929 constituted at most a minor 
infringement of the trade-mark ‘“‘Sun-Kist” and a minor breach of 
the contract of March 10,1917. On January 1, 1929, appellee began 
a more extensive use of the trade-mark. On March 4, less than two 
months thereafter, they were notified by the appellant that they were 
breaching the contract and infringing its rights to prevent the use of 
the trade-mark “Sun-Maid” on other than raisin products. Appel- 
lee’s contention as to estoppel and waiver is that the silence of the 
appellant as to the use of the “Sun-Maid” trade-mark under the cir- 
cumstances indicated constituted an estoppel. As stated by the 
Supreme Court in Dickerson v. Colgrove, 100 U. S. 578, 580, 25 
L. Ed. 618: “The vital principle is that he who by his language or 
conduct leads another to do what he would not otherwise have done, 
shall not subject such person to loss or injury by disappointing the 
expectations upon which he acted.”” Where the conduct relied upon 
to invoke the principle of estoppel is silence, it must appear that the 
party has remained silent when it is under duty to speak. Wiser v. 
Lawler, 189 U. S. 260, 23 S. Ct. 624, 47 L. Ed. 802. There is noth- 
ing in the conduct of the parties or within the knowledge of the ap- 
pellant which placed it under the obligation to speak and in so 
doing to admonish the appellee that it was violating the rights of 


the appellant. So far as laches or estoppel is concerned, registra- 
tion of the trade-mark “Sun-Maid” in the Patent Office did not 
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estop appellant from asserting its right under the March 10 con- 
tract. In Traub Mfg. Co. v. R. Harris & Co., 58 F. (2d) 416, 417, 
a decision of the Court of Customs and Patent Appeals, the court 
correctly stated the rule as follows: ‘The fact that the appellant 
may have stood by and permitted the use and registration of similar 
marks by others upon goods of the same descriptive properties cannot 
be held to estop the appellant from now asserting any rights it may 
have against the application for registration now made by appellee.” 
And the court in Patton Paint Co. v. Sunset Paint Co., 53 App. D. C. 
351, 290 F. 326, 328, said: “No right of property is concluded by 
registration of a mark, and the parties affected are free to seek such 
relief as courts of law or equity may award.” Nor is appellant 
estopped because it failed to present its claim under the contract of 
May 10, 1917, in the bankruptcy proceedings of 1924. It had no 
claim thereunder to anything that the bankrupt owned. It only 
claimed to own what the bankrupt did not own as to the use of the 
trade-mark “‘Sun-Maid.”’ It is clear that there is no estoppel in the 
case at bar. 

The principle of laches upon which the trial court also relied in 
dismissing the appeal is analogous to estoppel, but differs from it in 
that it is based upon failure of the party to act in the enforcement 
of its rights for such an unreasonable time that equity will no longer 
give heed to its request for action. It is analogous to the statute of 
limitations and ordinarily equity follows the law in that regard and 
enforces the same period of limitation, although in some instances it 
may decline to exercise jurisdiction where there has been a delay 
for a shorter period. In considering the question of laches it should 
be again remarked that the rights of the parties were definitely 
settled by contract entered into between the appellant and the pred- 
ecessors of the appellee. There is no uncertainty about it. The 
conduct of the appellee was in direct violation of the express terms 
of the contract. Notice was given to the appellants of its breach 
of this contract within two months of the time when the appellant 
began to extend its application of the trade-mark in a way that seri- 


ously interfered with the contract. On principle there seems no 
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room for the application of the doctrine of laches and no decision 
has been cited in which the doctrine of laches has been applied under 
similar circumstances. The decisions are to the contrary. In 
Menendez v. Holt, 128 U. S. 514, 9 S. Ct. 148, 145, 82 L. Ed. 526, 
plaintiff sought an injunction to restrain defendants from using a 
certain trade-mark on flour. Defendant had infringed the trade- 
mark for thirteen years without objection by plaintiff. The injunc- 
tion was granted, the court stating: 

Mere delay or acquiescence cannot defeat the remedy by injunction in 
support of the legal right, unless it has been continued so long, and under 
such circumstances, as to defeat the right itself. . . . So far as the act 
complained of is completed, acquiescence may defeat the remedy on the 
principle applicable when action is taken on the strength of encouragement 
to do it; but so far as the act is in progress, and lies in the future, the right 
to the intervention of equity is not generally lost by previous delay, in 
respect to which the elements of an estoppel could rarely arise. At the same 
time, as it is in the exercise of discretionary jurisdiction that the doctrine 
of reasonable diligence is applied, and those who seek equity must do it, a 
court might hesitate as to the measure of relief, where the use by others for 


a long period, under assumed permission of the owner, had largely enhanced 
the reputation of a particular brand. 


There was no such laches in the case at bar as would bar the 


right of the appellant from asserting its right to an injunction. 
Decree reversed. 


Koppers Company oF DELAWARE, ET AL. V. Koppers Fuet Service 


CoRPORATION, ET AL. 
( 13 F. S. 300) 


United States District Court, Eastern District of New York 


January 17, 1936 


Unrair Competirion—“Koprers”— Use or ANorHer’s Corporate NAME. 
Where plaintiff, a Delaware corporation, had for several years been 
engaged in the sale of coal under the name “Koppers Coal,” the adoption 
and use by defendant of the corporate name “Koppers Fuel Service 
Corporation,” held unfair competition. 
Unram ComPeTiTIon—Svits—P.LeapING AND Practice. 
On motion for preliminary injunction in the case at issue, plaintiff’s 
showing as to its long established business, status of its product and 


causes resulting in the alleged conditions were admitted, when not denied 
in opposing affidavits. 
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In equity. Action for unfair competition in the use of a cor- 


porate name. Injunction granted. 


Lord, Day & Lord, of New York City (James S. Hemingway, 
of New York City, of counsel), for complainants. 
Israel Grossman, of New York City, for defendants. 





Byers, D. J.: Motion for a preliminary injunction in an un- 
fair competition case. 

The affidavits of the individual defendants Siegler and Haber 
filed in opposition to the motion are confined to assertions that the 
defendant corporation Koppers Fuel Service Corporation is en- 
gaged in selling certified coke, as well as coal; that its circular 
does not say that it is selling “Koppers Coke.” (As to this, the 
clear implication is thought to be otherwise.) 

It is not denied as alleged in the bill, that on or about Decem- 
ber 26, 1935, three persons by the name of Cohen, apparently acting 
for Siegler, were the incorporators named in the certificate of in- 
corporation of the corporate defendant. Siegler deposes that he 
formed the corporation; with reference to the name chosen, he says 
that ““Koppers” has been used in conjunction with the coal business 
in states other than New York, and he refers to Koppers Coal 
Company, Ince. 

For that reason apparently he “felt that the name ‘Koppers 
Fuel Service Corporation’ would be an appropriate name. . . .” 

The replying affidavit states that Koppers Coal Company, Inc., 
is affliated with the plaintiffs through stock ownership and is one 
of the “Kopper System’; and that it is duly authorized to do 
business in the State of New York, and has been since July 6, 1929. 

The impression produced upon this court, by the defendants’ 
affidavits and the circular in question, is that the corporate defend- 
ant was organized and has been conducted in an effort to beguile 
consumers into believing that it is selling the complainants’ product, 
“Koppers Coke,” at less than the prevailing market price. 

The complainants’ showing as to their long established enter- 


prise, the recognized status, in the commercial sense, of their prin- 
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cipal product, ‘““Koppers Coke,’ and the causes which have con- 
tributed to the conditions so portrayed, are not denied in the op- 
posing affidavits, and are therefore deemed to have been admitted. 

Under these circumstances, the complainants are entitled to the 
protection of a temporary injunction. 

The authorities cited by complainants: Standard Oil Co. v. 
Standard Oil Co. (C. C. A.) 45 F. (2d) 309 [21 T.-M. Rep. 107]; 
Macy & Co. v. Macy, Inc. (D. C.) 39 F. (2d) 186 [20 T.-M. Rep. 
165], and Standard Oil Co. v. Standard Oil Co. (C. C. A.) 56 F. 
(2) 973 [25 T.-M. Rep. 50], amply justify granting the relief 
sought. 

A temporary injunction will be granted to the complainants as 
prayed, upon their filing the customary bond, in the sum of $500.00. 

Settle order on two days’ notice. 


Unitep Drue Company v. J. Evtiotrr Witey (The Stevens-Wiley 
Mfg. Co., Assignee, Substituted. ) 


United States Court of Customs and Patent Appeals 


Opp’n No. 12,821 
March 23, 1936 


Trape-Marks—Opposition—“Buiurex” anno “Rexatit”—Non-Conr.ictinG 
Marks. 
The word “Blurex,” used as a trade-mark on starching compounds, 
held not to be confusingly similar to the word “Rexall” as used as a 
trade-mark on various pharmaceutical preparations. 
On appeal from a decision of the Commissioner of Patents, 
dismissing a trade-mark opposition. Affirmed. For the Commis- 
sioner’s decision see 24 T.-M. Rep. 594. 


Edward §. Rogers, of New York City, and Thomas L. Mead, Jr., 
of Washington, D. C., for appellant. 
Kennard N. Ware, of Philadelphia, Pa., for appellee. 


HartriEtp, J.: This is an appeal from a decision of the Com- 
missioner of Patents in a trade-mark opposition proceeding affirm- 
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ing the decision of the Examiner of Interferences dismissing appel- 
lant’s notice of opposition, and holding that appellee is entitled to 
the registration of the trade-mark “‘Blurex,” for use on “Starching 
Compounds.” 

In its application, appellee stated that it had used its mark on 
its goods since December 20, 19382. 

In its notice of opposition, appellant alleged ownership and regis- 
tration of the trade-mark “Rexall,” for use on “Medicinal Prepara- 
tions and also on Preparations for use in the laundry for Cleaning 
and Bleaching, as evidenced by Certificates Nos. 93,250 and 
98,021... .” It also alleged ownership and registration of the 
following trade-marks: “Rex,” for use on a medicinal preparation 
known as “Dyspepsia Cure,” Registration No. 35,503, issued Novem- 
ber 27, 1900; ‘““Rex-Salvine,’ for use on an ointment for burns and 
cuts, Registration No. 260,150, issued August 20, 1929; ‘‘Rexillana,”’ 
for use on cough sirup, Registration No. 227,882, issued May 17, 
1927; “Agarex,” for use on an emulsion of mineral oil for medicinal 
purposes, Registration No. 243,302, issued June 19, 1928; “‘Rex- 
Mentho,” for use on an ointment for relief of colds, muscular aches, 
headaches, and neuralgia, Registration No. 279,412, issued January 
13, 1931; “‘Alco-Rex,” for use on a rubbing alcohol compound, 
Registration No. 252,348, issued February 5, 1929; “Bisma-Rex,” 
for use on an “Antacid Powder for Gastric Acidity, Sour Stomach, 
Acid Dyspepsia, Heartburn, Flatulence, and Belching,” Registra- 
tion No. 283,777, issued June 9, 1931. Appellant further alleged 
that the goods of the opposer had been extensively advertised and 
sold to the general public, and that the registration of appellee’s 
mark would cause confusion in trade and damage to appellant. 

In its answer, appellee denied that appellant’s Registrations 
Nos. 93,250 and 98,021, of the trade-mark “Rexall,” were for use 
on “preparations for use in the laundry for cleaning and/or bleach- 
ing,’ and alleged that appellant’s trade-marks, set out in its notice 


of opposition, were for use on pharmaceutical and medicinal prepara- 


tions, the sales of which were confined to drug stores; that appellee’s 


trade-mark was for use on starching compounds, “‘sold and offered 
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for sale only in grocery stores and the like”; that the goods of the 
parties do not possess the same descriptive properties; that appel- 
lee’s mark is not confusingly similar to any of appellant’s registered 
marks; and that, therefore, appellant would not be damaged by the 
registration of appellee’s mark. 

It appears from the record that approximately 10,000 “Rexall” 
stores, located in various cities and towns throughout the United 
States sell appellant’s products, and many items of merchandise 
other than drugs, or medicinal and pharmaceutical preparations, in- 
cluding preparations for use in the laundry for cleaning and bleach- 
ing. 

Although appellant alleged in its notice of opposition that it 
was using the trade-mark “Rexall” both on medicinal preparations 
and on “Preparations for use in the laundry for Cleaning and 
Bleaching, as evidenced by Certificates Nos. 93,250 and 98,021,” 
those certificates of registration do not support that allegation. 
There is nothing in either of them to indicate that appellant ever 
used the trade-mark ‘Rexall’ on “Preparations for use in the 
laundry for Cleaning and Bleaching.”” On the contrary, it appears 
that Registration No. 93,250 was issued on August 26, 1913, for use 
of the trade-mark “‘Rexall’’ on “shampoo-paste, hair-tonic, depila- 
tory, and a parasiticide or insecticide for cleansing and diseases of 
the scalp and hair,” and that Registration No. 98,021, was issued 
on June 30, 1914, for use of the trade-mark “Rexall” on numerous 
medicinal preparations. 

It appears from the record that appellee has used the trade-mark 
“Blurex” since December 20, 1932, on “Starching Compounds,” 
such as “starch finish,” and “washing and bluing powder’; that 


these compounds, which are used in the laundry for cleaning and 


bleaching, are sold to the general public through retail grocery 
stores only. It further appears that appellee, The Stevens-Wiley 
Manufacturing Company, has been selling similar products under 
a trade-mark, the dominant feature of which is the word “Rexblu,” 


since the registration of that mark—December 18, 1917, Registra- 
tion No. 119,925. 
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It is argued by counsel for appellant that, as the syllable “Rex’’ 

is one of its trade-marks, and is used as a prefix or suffix to its trade- 
marks “Rexall,” “Alco-Rex,” “Rex-Salvine,” “Agarex,”’ ‘‘Bisma- 
Rex,” “Rexillana,’” and “Rex-Mentho,” referred to in its notice of 
opposition, and as its goods are sold in “Rexall” stores, appellee's 
trade-mark ‘“‘Blurex’”’ will indicate to the purchasing public that the 
goods sold thereunder originate with appellant; that, in fact, there 
is evidence of record tending to establish that such confusion actually 
exists; that ““T'wo druggists who were accustomed to carrying laun- 
dry aids, bleaching preparations, and like merchandise in their 
stores, on hearing the name ‘Blurex’ identified it with ‘Rexall.’ The 
first said that he had never heard of ‘Bluex’ and asked if it-was not 
a ‘Rexall’ product. . . . The second druggist said: “That must be 
Liggett’s, ‘Rex’ stands for ‘Rexall’”’ .... that if those druggists, 
neither of whom was a “ ‘Rexall’ agent’’ were confused, the public 
likewise would be confused; that the Commissioner of Patents erred 
in holding that the certificates of registration pleaded in the notice 
of opposition were “restricted to medicinal remedies or toilet prepa- 
rations, and there is no satisfactory evidence that any of the marks 
has been otherwise used. (Italics ours)’; that there is satisfactory 
evidence of record tending to establish that the trade-mark “Rexall” 
is used on the following articles: “Borax,” as evidenced by a label 
attached to the notice of opposition; “Epsom Salt,” as evidenced 
by appellant’s Exhibit No. 3, consisting of an empty container so 
labeled; cleaning fluid for fabrics, appellant’s Exhibit No. 5; 
“Peroxide of Hydrogen,’ used for bleaching purposes, appellant's 
Exhibit No. 6; and soap, appellant’s Exhibit No. 7. 

It appears from those exhibits that “Borax,” ““Epsom Salt,” and 
“Hydrogen Peroxide” are sold under the name “Puretest”; that the 
cleaning fluid for fabrics, formerly known as “Rexall Universal 
Cleanser,’ and the soap, referred to, are sold under the name 
“Elkay’s”—the former is denominated “Elkay’s Klens-All,’ and 
the latter “Elkay’s Hand Soap.” In other words, so far as we are 


able to learn from the record, although all of the articles referred to 
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were sold in “Rexall” stores, not one of them was sold under the 
trade-mark “Rexall.” 

The mere fact that an article is sold in a so-called “Rexall store” 
does not necessarily mean that it is sold under the trade-mark 
‘Rexall,” as is evidenced by the record in this case. 

Neither the trade-marks “Puretest’” nor “Elkay’s,” if they may 
be so designated, were mentioned in the notice of opposition, and, 
accordingly, are not before us for consideration. 

We are of opinion that the decision in the case of Purex Corp., 
Ltd. v. United Drug Co., 21 C. C. P. A. (Patents) 753, 67 F. (2d) 
918 [24 T.-M. Rep. 17], is decisive of the issues in this case. Ob- 
viously, if the trade-mark “‘Purex,” for use on “‘a bleach and water 
softener,” is not confusingly similar, as held in that cause, with the 
trade-marks “Puretest,’ for use on medicinal and pharmaceutical 
preparations, “Rex,” for use on medicines and toilet and pharma- 
ceutical preparations, “Rexall,” for use on shampoo-paste, hair- 
tonic, depilatory, and a parasiticide, ““Rexal,” for use on perfume, 
toilet water, sachet-powders, and smelling salts, ‘““Rex-Salvine,” for 
use on an ointment for cuts and burns, “‘Rexillana,” for use on cough 
sirup, and “Agarex,”’ for use on mineral oil, the trade-mark “Blurex,” 


for use on “Starching Compounds,” is certainly not confusingly 


similar with the trade-marks referred to by appellant in its notice 
of opposition. 


For the reasons stated, the decision of the Commissioner of 
Patents is affirmed. 
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Tue Axton-FisHer Tospacco Company v. THe Fortune Tosacco 
CoMPANY 


United States Court of Customs and Patent Appeals 
Opp’n No. 12,275 
March 23, 1936 


Trave-Marxs—Opposirion—“T'wenty Granpn” on CiGARETTES—STATUTORY 
Sate or Goons. 

Where appellant made fourteen bona fide interstate sales of goods 
bearing its “Twenty Grand” trade-mark prior to filing application for 
registration, held that it had complied with the statutory requirements. 

Trape-Marks—“T'wenty Granp” on CiGarRETTES—CHANGE OF BLEND Un- 
IMPORTANT. 

Where appellant, before deciding on a particular blend for its 
“Twenty Grand” cigarettes, experimented with several blends and sold 
them under the said trade-mark, held that the fact was not important. 

Trape-MarKks—OpposiTioN—EVvIpEN CE. 

As against appellee’s allegation that appellant’s first sales of its 
“Twenty Grand” cigarettes were private, sporadic, and confidential, 
the fact that appellee knew of appellant’s use of the mark and offered 
it the sum of $5,000, for its rights therein held evidence of appellant’s 
trade-mark use of the words. 


On appeal from a decision of the Commissioner of Patents, 
reversing a decision of the Examiner of Interferences in a trade- 


mark opposition. Reversed. For the Commissioner’s decision, see 
24 T.-M. Rep. 419. 


Charles R. Allen, of Washington, D. C. and Ernest Woodward, 
of Louisville, Ky., for appellant. 

Lee B. Kemon, of Washington, D. C., and D. H. Kenyon, of 
New York City, for appellee. 


Hatrietp, J.: This is an appeal in a trade-mark opposition 
proceeding from the decision of the Commissioner of Patents revers- 


ing the decision of the Examiner of Trade-Mark Interferences dis- 


missing appellee’s notice of opposition and holding that appellant 


was entitled to the registration of the trade-mark “Twenty Grand,’ 
for use on cigarettes. 

In its application, appellant stated that it had used its trade- 
mark on its goods since April 25, 1931. 
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In its notice of opposition, appellee alleged that it had used a 
composite mark, consisting of the words “Twenty Grand” and a 
pictorial representation of the head of a famous race horse bearing 
that name, on cigarettes since February 3, 1932; that it bad popu- 
larized its mark and its goods; that appellant “made no trade-mark 
use of the notation “T'wenty Grand’ on cigarettes prior to the adop- 
tion and use by the opposer of said notation “T'wenty Grand’ and/or 
‘20 Grand’ as a part of its composite mark or if any use was made 
prior to the use of the opposer it was so transitory, spasmodic and 
inconsiderable as not to vest title in its user as against the opposer’ ; 
that appellant’s right to the use of the notation “Twenty Grand” on 
cigarettes was abandoned “through non-user’’; that the trade-marks 
of the respective parties are confusingly similar; and that the regis- 
tration by appellant of the trade-mark “Twenty Grand” would in- 
jure appellee. 

In its answer, appellant denied that appellee had used its com- 
posite trade-mark prior to appellant’s use of its trade-mark “Twenty 
Grand”; that appellee had expended large sums of money in adver- 
tising its trade-mark, and would be damaged by appellant’s registra- 
tion of its mark; and that appellant had abandoned its mark. Ap- 
pellant alleged that it had popularized its cigarettes under the trade- 
mark ““I'wenty Grand,’ and that the purchasing public generally 
associated it with appellant’s goods. Appellant admitted, however, 
that the concurrent use by the parties of the trade-marks here in- 
volved would cause confusion in the trade. 

The sole issue in the case, in view of the fact that appellee did 
not adopt or use its composite trade-mark on cigarettes until ap- 
proximately nine months after appellant's adoption and use of its 
mark, is whether appellant’s prior use amounts, in law, to a trade- 
mark use. If it does, appellant is the prior user and is entitled to 
the registration of its trade-mark. If it does not, we must then 
inquire as to the nature and character of appellee’s use of its trade- 
mark from February to June 8, 1982, on which latter date and sub- 
sequent thereto, it is conceded by counsel for appellee, appellant 
made a trade-mark use of the term “T'wenty Grand.” 
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It appears from the record that appellant manufactures ciga- 
rettes and sells them at wholesale, and to some extent, at retail; 
that for some time prior to its adoption and use of the trade-mark 
“Twenty Grand,” it manufactured and sold three brands of ciga- 
rettes, namely, “Spud,” “Clown,’ and “Commander”; that the 
“Spud” and “Clown” brands were sold in the United States; that, 
due to the fact that appellant did not have the right to use the trade- 
mark “Commander” in this country, the cigarettes bearing that mark 
were sold only for export; and that the trade-mark “Twenty Grand’”’ 
was first suggested to the president of the appellant company, the 
witness Wood F. Axton, in October, 1930, from whose testimony we 
quote: 

.... T asked Mr. Wrege [assistant to the secretary and treasurer and 
export manager of appellant] to have the brand registered with the 
Tobacco Merchants Association, which meant to investigate whether there 
was any brand of this kind on the market, or not, as they keep very good 
records of all tobaccos registered in the Patent Office, and in use whether 
they are registered there, or not, and sometime later on I asked him had he 
registered this brand with the Patent Office. He told me that he had not 
but intended to do it, and I said “Get these cigarettes on the market—get 
some out and register them with the ‘Patent Office;’” and in April, 1931, 
he registered them with the Patent Office, and we began to make them at 
that time, or before he registered them with the Patent Office. 


Q. 14. Then you adopted the name “Twenty Grand” about October, 1930? 
A. We adopted it. 


Q. 15. And you instructed the manufacture of “Twenty Grand” ciga- 
rettes about April, 1931; is that correct? 

A. We began to manufacture them in April, 1931. 

At the top of appellant’s Certificate of Registration—Exhibit 
B— issued October 22, 1930, for use of its trade-mark ““Twenty 
Grand,” appears the following: “United Registration Bureau of 
the Tobacco Industries affiliated with the Tobacco Merchants As- 
sociation of the United States,” New York. 

It further appears from Exhibit B that trade-mark records were 
kept by that concern for registration purposes. 

The witness Axton stated that it was customary in the tobacco 
trade to have the Tobacco Merchants Association make a search of 
its records in order to determine whether a proposed trade-mark was 
being used by others engaged in that business, and that the registra- 
tion of the mark with that concern was for the purpose of giving 
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notice to others that the registrant intended to use the registered 
trade-mark; that the Tobacco Merchants Association had been in 
business for about twenty years, and it had been the policy of appel- 
lant to register its marks with that concern. 

It appears from the record that on or about April 10, 1931, ap- 
pellant ordered labels bearing the trade-mark “Twenty Grand” ; 
that those labels were received by it on April 15 of that year; that 
the trade-mark was first placed upon a complete package of ciga- 
rettes on April 22, 1931; that the first interstate sale, consisting of 
one package containing twenty cigarettes, was made under the trade- 
mark “Twenty Grand” to Frank P. Clipp of New Albany, Ind., on 
April 25, 1981; that, thereafter, the following sales were made in 
interstate commerce under the trade-mark “Twenty Grand’; May 
13, 1981, one carton containing ten packages of twenty cigarettes 
each to Frank P. Clipp; June 8, 1931, one carton to Frank P. Clipp; 
June 27, 1931, one carton to Raymond C. Ellis; August 6, 1931, one 
carton to George A. Stephens; August 24, 1931, one carton to Ray- 
mond C. Ellis; September 11, 1981, one carton to George A. 
Stephens; December 29, 1931, one carton to Raymond C. Ellis; 
January 4, 1932, one carton to George A. Stephens; January 25, 
1932, one carton to Frank P. Clipp; February 10, 19382, five cartons 
to Raymond C. Ellis; April 21, 1932, eight packages containing 
twenty cigarettes each to George A. Stephens, and one carton to 
Frank P. Clipp. All of those sales were recorded in the books of 
appellant. 

It further appears from the record that on or about May 6, 1932, 
drawings were made for a new label for appellant’s “Twenty 
Grand” cigarettes, known as the “brown label’; that wrappers 
and cartons bearing the new label were ordered by appellant, and 
were delivered to it on June 2, 1932; that on June 8 of that year it 
sold large quantities of cigarettes bearing the “brown label,” under 
the trade-mark “Twenty Grand,” in interstate commerce. 

It is contended by counsel for appellee that prior to June 8, 
19382, appellant neither displayed nor advertised its so-called 


“Twenty Grand”’ cigarettes; that, in order to prevent others engaged 
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in the tobacco trade knowing of its use of the trade-mark ““T'wenty 
Grand,” all of appellant’s sales prior to that time were made 
secretly to friends of the officials of the company, who were not con- 
nected with the tobacco trade; and that such sales were wholly in- 
sufficient to establish a trade-mark use of the term “Twenty Grand.” 

It clearly appears from the record that appellant’s first use of 
the trade-mark “Twenty Grand,” in April, 1931, was on a cigarette 
of substantially the same blend as its ‘Commander’; that, at that 
time and for a year thereafter, appellant sought to produce a blend 
of tobaccos for a cigarette that would be pleasing to the public; that 
various blends were produced and sold under the trade-mark 
“Twenty Grand,” but it was not until April, 1932, that the officials 
of the appellant company were satisfied with its “Twenty Grand’ 
blend; that, due to the reduction in the price of tobacco and to the 
particular blend selected by it, appellant was able to produce a ciga- 
rette for sale under its trade-mark ““Twenty Grand,” which would 
retail at ten cents per package of twenty. 

Counsel for appellee is somewhat critical because appellant did 
not use a particular blend of tobaccos in its “Twenty Grand” ciga- 
rettes, prior to June 8, 1932. 

We are in entire accord with the views expressed by the Examiner 
of Trade-Mark Interferences that the precise nature of the blend 
of tobaccos used in appellant’s ““Twenty Grand” cigarettes is not of 
vital importance. 

It is true that appellant’s use of the mark was not extensive, be- 
ing confined to fourteen sales in interstate commerce during the 
period from April, 1931 to April, 19382. However, the evidence of 
record establishes that those sales were neither confidential, nor made 
secretly. Each of the purchasers recognized the fact that he was 
buying “Twenty Grand” cigarettes, which were manufactured by 
appellant only. Surely, the trade-mark law does not prevent a 
trader dealing with its friends, nor require it to advertise its sales 
in any particular manner, provided its transactions are bona fide. 

It appears from the record that appellant’s business was carried 


on at wholesale, and, to some extent, at retail. Accordingly, the 
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mere fact that the fourteen sales were retail sales is not, in and of 
itself, particularly significant. That its use of its mark was not in- 
tended to be confidential and secretive, is evidenced by the fact that 
the mark was registered by appellant with the Tobacco Merchants 
Association. It further appears from the record—evidence intro- 
duced by counsel for appellee—that appellee, whose use of the mark 
at that time was “inconsiderable,’ knew that appellant was using 
the trade-mark at least as early as April 18 and 19, 1932, and that 
it claimed ownership thereto, because, on those dates, appellee of- 
fered to purchase appellant’s trade-mark rights for the sum of 
$5,000. 
In his decision, the Commissioner of Patents stated: 


The applicant seeks to attach some significance to the fact that in 
April, 1932, the opposer offered to purchase the trade-mark from the former 
for $5,000. From this fact, no implication adverse to the opposer can 
properly be drawn. An offer to compromise is not to be construed as an 
admission against interest. Wigmore on Evidence, Section 1061 et seq., 


Vol. 2, p. 522. 

The general principle of law announced by the Commissioner is, 
of course, well recognized. However, the evidence of appellee’s un- 
successful attempt to purchase appellant’s rights in the trade-mark 
“Twenty Grand” was introduced by counsel for appellee, and no 
objection was made thereto by counsel for appellant. Surely, under 
those circumstances, such evidence may properly be considered by 
the court for the purpose of determining whether the sales made by 
appellant, as claimed by counsel for appellee, were secretly and con- 
fidentially made. If they were, it is a strange circumstance that 
appellee, who, prior to its adoption of the trade-mark “Twenty 
Grand” so far as the record discloses, had never been engaged in the 
tobacco trade should know of appellant’s alleged clandestine sales. 


It may be said, furthermore, that appellant could not have 


abandoned the trade-mark, as alleged by appellee, had it not previ- 
ously adopted and used it as such. 


We are unable to hold that the sales by appellant during the 
period in question were sporadic, secretive, confidential, casual, or 


fortuitous, or that they were experimental, transitory, or incon- 
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siderable within the meaning of those terms as used in the decisions 
cited by counsel for appellee. On the contrary, we are of opinion 
that appellant’s use of the mark, although not extensive, was delib- 
erate and continuous, and under such circumstances as to show an 
intention by its sales to adopt it as a trade-mark for cigarettes. Cer- 
tainly, appellant’s continuous use of the mark for at least nine 
months prior to appellee’s adoption and use of its mark, is sufficient, 
in view of the facts of record, to justify a holding that appellant has 
a superior claim, and that appellee will not be damaged by the 
registration of appellant’s mark. See Nims on Unfair Competition 
and Trade-Marks, 3 Ed. pp. 557 to 568, inclusive, and cases cited. 
We are unable to concur in the conclusion reached by the Com- 


missioner of Patents, and, for the reasons stated, his decision is 
reversed. 


Lenroot, J., dissents. 
GENERAL BakinGc Company v. COMMANDER-LARABEE CORPORATION 
United States Court of Customs and Patent Appeals 
Opp’n No. 12,300 
March 23, 1936 





Trape-MarKks—OppositioN—Fitinc or Lasers—Prima Facie Proor or Use. 
In an opposition proceeding it is incumbent upon the opposer to 
overcome by proof the prima facie case of trade-mark use arising from 
the sworn application, supported by labels showing the trade-mark as 
actually used. 
Trape-MarKs—Opposition—“SuNFED” AND “Bonp SuNSHINE ViTamin-D” 
on Breap—Non-Conriictinc Marks. 

A trade-mark consisting of the word “Sunfed” in plain black letters 
held not to be confusingly similar to a trade-mark consisting of the 
words “Bond Bread” in large letters, accompanied by the words 
“Sunshine Vitamin-D” and a distinctive representation of the sun. 

TrapE-Marxs—OpposiTion—EvivEN CE. 

The testimony of opposer’s witness to the effect that he did not 
know that applicant was engaged in the baking business held not suf- 
ficient to overcome the prima facie case arising from the sworn applica- 
tion and the accompanying labels. 

Trape-Marxs—Opposition—Use or Mark. 
It is not essential that the owner of a trade-mark use the mark on 
goods produced or manufactured by him, but the mark may be properly 
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used upon his goods, which have been manufactured or produced by 

others. 

On appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Affirmed. For the Commissioner's 
decision see 24 T.-M. Rep. 475. 


F. P. Warfield, of New York City, for appellant. 

Edmund H. Parry, Jr., of Washington, D. C. and Paul, Paul § 
Moore, and Harold Olsen, of Minneapolis, Minn., for appel- 
lee. 

GrauaM, P. J.: The appellee, Commander-Larabee Corpora- 
tion, filed an application in the United States Patent Office on April 
9, 1982, for registration of a mark consisting of the word “Sunfed” 
printed in plain block letters, and in its application alleged that it 
had adopted ‘“‘and use the trade-mark shown in the accompanying 
drawing for White Bread, Whole Wheat Bread, Macaroni, Spaghetti, 
Crackers, Pancake Flour, Cereal Breakfast Food, Biscuit Flour and 
Cake Flour,” and that this trade-mark had been “continuously used 
and applied to said goods in applicant’s business since March 11, 
1982.” 

General Baking Company, appellant, filed notice of opposition 
to this application for registration on June 28, 1932, in which notice 
it was alleged that the opposer believed it would be damaged by said 
registration; that ever since March 16, 1931, opposer had been 
incorporating vitamin-D in its bread, which, since 1915, had been 
known as “Bond Bread,” and that it believed that prior to March 
16, 1931, no other person, corporation, firm, or association had ever 
made and sold in the United States, or elsewhere, a bread in which 
vitamin-D was incorporated; that opposer had created a very valu- 


able good-will and had spent large sums for advertising, by reason 


of which its bread had become known as “Sunshine Vitamin-D 
Bread”; that on or about March 16, 1981, the opposer had adopted 
as its trade-mark for said bread a “distinctive representation of 
the sun,” and certain wording used in association therewith, to wit: 
“Licensed by the Wisconsin Alumni Research Foundation under 
Steenbock Pat. No. 1,680,818,” and the following statement: “This 
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bread brings you the extra ‘Sunshine Vitamin-D’ you need”; that, 
on or about May 9, 1931, it also adopted as its trade-mark a certain 
other “distinctive representation of the sun” unassociated with any 
wording; that on or about December 15, 1931, the opposer also 
adopted as its trade-mark ‘‘a distinctive representation of the sun’ 
and certain wording used in connection therewith, to wit: “Sunshine 
Vitamin-D Bread,’ and “Guaranteed to Contain Vitamin-D Suf- 
ficient for Normal Nutrition,’ and “Licensed by the Wisconsin 
Alumni Research Foundation under Steenbock Pat. No. 1,680,818,” 
and applied this trade-mark and the “distinctive representation of 
the sun,” unassociated with any wording, thereafter. 

The notice of opposition also states, in paragraph 3 thereof, that 
the applicant, Commander-Larabee Corporation, represents that the 
flour known by the name “Sunfed” contains vitamin-D, and proposes 
to supply bakers purchasing its flour with advertising matter 
representing that bread made from the applicant’s flour has been 
impregnated with vitamin-D by a natural sunshine process; that it 
proposes to do so by featuring a mark printing such information 
within a representation of the sun on bread wrappers to be supplied 
to said bakers. 


Paragraph 4 of the notice of opposition is as follows: 


4. Opposer is informed and believes: that applicant has never used the 
mark for which registration is sought upon white bread, whole wheat bread, 
or any kind of bread; that applicant is engaged in the business of making 
flour and selling the same to bakers and others desiring to purchase flour 
for making bread and other goods; that applicant has no connection with 
such purchasers of its flour other than that involved in the purchase and 
sale of the flour; that applicant has never engaged in the business of mak- 
ing or selling bread; that applicant is neither the owner of the bread on 
which the mark sought to be registered herein is applied, nor an agent 
authorized to sell or dispose of said bread. 


The appellee-applicant answered the notice of opposition, deny- 
ing that the representation of a sun in association with the wording 
used by the opposer, namely, “Licensed by the Wisconsin Alumni 
Research Foundation under Steenbock Pat. No. 1,680,818,” and 
“This bread brings you the extra Sunshine Vitamin-D you need,’ 
constituted a trade-mark, and that the alleged “distinctive represen- 


tation of the sun,” associated with any wording, constituted a trade- 
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mark, and alleged that the said marks constituted merely a grade 
mark adopted for the sole purpose of indicating the grade, kind, 
style, or quality of the bread manufactured or sold by opposer under 
its trade-mark “Bond Bread.’’ The answer further admits that the 
applicant manufactures and sells flour under the trade-mark “Sun- 
fed,” and that it proposes to supply bakers purchasing its said 
flour with advertising matter indicating that applicant’s flour had 
been activated with vitamin-D by a natural sunshine process. 

The answer further denies specifically each and every allegation 
contained in paragraph numbered 4 of the notice of opposition. 

By paragraph 10 of this answer the applicant alleges that it has 
used the mark “Sunfed’’ on flour sold to bakers, to be baked into 
bread for distribution to the public under the trade-mark “Sunfed,”’ 
and continues, ‘and applicant has carried out its said plan as a logi- 
cal and natural expansion of its business and has manufactured 
bread, crackers, macaroni, spaghetti and other flour products from 
‘Sunfed’ flour and sold the same under its trade-mark ‘Sunfed.’ ” 
(Italics ours.) 

Further answer is made as to matters which we will not find it 
necessary to allude to here. 

The issues received careful and repeated consideration by the 
tribunals of the Patent Office. The Examiner of Interferences 


found and held that the marks of both parties are used on wheat 


bread; that the notation “Sunshine Vitamin-D” performs a merely 


descriptive function, and is generally descriptive of the kind of 
bread manufactured by the opposer. The Examiner of Interferences 
was further of opinion that the General Baking Company was a 
licensee under the said Steenbock patent, and that other licensees 
under that patent might use the notation “Sunshine Vitamin-D”’ in 
description of bread made by them. Therefore, the Examiner of 
Interferences held that the opposer did not own the said mark within 
the meaning of the statutory language “‘owned and used by another” 
of the confusion-in-trade clause of section 5 of the trade-mark act of 
February 20, 1905. He was further of the opinion that no confusion 


in trade would be likely by the concurrent use of the notations ““Sun- 














282 TWENTY-SIX TRADE-MARK REPORTER 


shine Vitamin-D” and “Sunfed.”’ As to the contention of the op- 


poser that applicant used its mark only on flour, and that the trade- 
mark user inured only to bakers who might bake the bread from such 
flour, the Examiner remarked, “The Examiner is not persuaded 
that such use may not inure to the applicant.” 


The Commissioner of Patents, on appeal, affirmed the decision 


of the Examiner of Interferences. In doing so, the Commissioner 


held that the Examiner of Interferences erred in finding that the 
use by General Baking Company of the notation “Sunshine Vita- 
min-D” had been merely descriptive of its goods, from which it had 
derived no trade-mark ownership, and that because of this it could 
not successfully oppose the registration applied for. ‘The Com- 
missioner was of opinion that the validity of the opposer’s mark 
was not a proper subject of inquiry, and that the opposer was not 
required to establish a strictly trade-mark use; that all that was 
required of the opposer was the showing of such a use as would sup- 
port a finding of probable damage from the registration. The 
Commissioner was, however, of the opinion that the marks of the 
respective parties were not confusingly similar, although applied to 
identical goods. The Commissioner had the following to say on this 
subject: 


.... The notation “Sunshine Vitamin-D” as applied to appellant’s bread 
wrapper is surrounded with a heavy circular border pierced outwardly by 
a number of symmetrically-spaced, wedge-shaped points; but in the absence 
of the words the design itself would only vaguely suggest a representation 
of the sun. Applicant’s mark, on the other hand, as shown by the specimen 
wrappers submitted with its application, is enclosed in an oblong border 
partly penetrated from within by a conventional design of light radiations. 
This may be said to represent the rays of the sun when viewed in associa- 
tion with the word “Sunfed,” but certainly it could not be described as a 
representation of the sun. I am clearly of the opinion that no confusion 
could reasonably occur between the design features of the two marks, and 
that the question of deceptive similarity must therefore be determined from 
a comparison of the words and the manner of their application. 

Appellant’s bread wrapper conspicuously displays the word “Bond,” 
printed in letters so large in comparison with those of the “Sunshine 
Vitamin-D” mark as to render the latter relatively insignificant. The 
evidence clearly establishes that the “Bond” mark has been used to iden- 
tify appellant’s product for over fifteen years when, in 1931, it incorporated 
vitamin D in its bread. That mark is still used as before, and the wrappers 
have not been materially changed except that the notation “Sunshine 
Vitamin-D” has been added, according to appellant’s president, “to indicate 
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to the purchasing public that ‘Bond’ bread now contains ‘Sunshine Vitamin- 
D.” On applicant’s wrapper the word “Sunfed” very strikingly pre- 
dominates. It is many times larger than any other printed matter, and 
like “Bond” on appellant’s wrapper, constitutes the outstanding feature. 
In my opinion it would be necessary to inspect the two wrappers rather 
critically to discover any similarity in language or design. Under these 
circumstances I am unable to believe that the concurrent use of the two 
marks under consideration would be likely to confuse the public or to 
damage appellant. 

The Commissioner also discussed the contention of the opposer 
that the applicant had made no trade-mark use of its mark, and 
that registration should be, therefore, denied. As to this point, the 
Commissioner was of opinion that such contention should not be 
upheld; that the contention of the opposer that the applicant had 
never used the mark for which registration was sought upon bread 
of any kind was denied in the answer, “but such denial was wholly 
unnecessary, for the averment in the notice put nothing in issue. 
Obviously, what opposer was informed, or what it believed, are mat- 
ters with which neither the applicant nor the Patent Office is con- 
cerned.” The Commissioner added that there was no evidence in 
the record to overcome the sworn statement found in the application 
as to trade-mark use, “even were the matter properly pleaded.” 

The opposer requested a reconsideration, which was granted, 
and again the Commissioner rendered an extended decision denying 
the rehearing. Rehearing was requested a second time, attached to 
the application for which was a series of interrogatories drawn, as 
it was claimed, and presented under Equity Rule 58. In response 
to this, the Commissioner rendered a further decision denying a 
second reconsideration, and refusing to reopen the case for the 
taking of further testimony. 

From the three decisions of the Commissioner, the opposer has 
prayed an appeal to this court. In this court the appellant moved 
to reopen the case in the Patent Office and to require answer to said 
interrogatories, which motion was denied. 

The appellant-opposer took the testimony of one witness, 
Frederic H. Frazier, Chairman of the Board of Directors of the 
General Baking Company. This testimony shows the general facts 
as to the adoption of the appellant’s mark and its use upon appel- 
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lant’s product, and the extent of the advertising expenditures and 
campaigns. It shows, generally, that the opposer conducts a very 
large business in the sale of bread, which has been known since 1915 
as “Bond Bread,” and has since been extended until it includes forty- 
nine operating plants scattered over the whole of the United States, 
with a gross sale, prior to 1930, of about 270,000,000 loaves of bread 
in a year. Large sums of money, approximating $12,000,000, were 
spent from 1915 to 1930 on advertising the brand known as “Bond 
Bread.” In 1930, the company made contact with the Pediatric 
Research Foundation of Toronto, Canada, and undertook to operate 
under what was called the Steenbock patent, hereinbefore referred 
to, by means of which vitamin-D was said to be incorporated into the 
bread manufactured by the opposer. Since that time, this practice 
has been extended until, as we understand the record, all bread 
now produced by the appellant is claimed to contain vitamin-D. 
The company, at various times since that date, has had designs which 
are placed upon the wrappers used in selling its bread, which were 
intended to convey to the purchaser the idea that the bread in said 
wrappers was “Sunshine Vitamin-D Bond Bread.” Alleged imita- 
tions of the sun, and varying forms of statements on the wrapper, 
were used to convey this information. It is claimed by this witness 
that on account of this advertising the words “Sunshine Vitamin-D” 
have come to indicate to the purchasing public that the bread so 
sold is “Bond Bread.” This witness was of the opinion that the 
use by appellee of the word “Sunfed” would damage and interfere 
with the business of appellant. 

No testimony was offered by the appellee, but notice was given 
under rule 154 (e) of the Patent Office that, in lieu of such testi- 
mony, appellee would rely on certain magazine articles and Patent 
Office records. The appellant’s witness Frazier gave the only testi- 
mony which was offered by either side, as to the use, by appellee, of 
its mark “Sunfed” on bread, in the following question and answer: 


Q. 139. Is Commander-Larabee Corporation engaged in the baking 
business? 


A. Not that I know of. Not commercial baking. 
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It is contended by the appellant that the record here affirmatively 
shows that the appellee is not entitled to registration of its mark 
“Sunfed.” Appellant charges that the appellee did not make a 
trade-mark use of this mark, but was and is a manufacturer of 
flour only, and that the alleged trade-mark use consisted of the 
practice by appellee of furnishing labels containing its mark “Sun- 
fed” to bakers who baked bread from flour made by the appellee, and 
that the appellee itself was not engaged in the business of making 
and selling bread. Some consideration of the pleadings must be had 
in this connection. When the sworn application for registration was 
tiled by the appellee, it had made a prima facie case which entitled 
it to registration, assuming that the mark was otherwise entitled to 
registration. Upon this verified application the Patent Office might 
have proceeded and issued a certification of registration. In other 
words, the office was justified, under the law, in coming to the con- 
clusion, from this application, that a proper trade-mark use of the 
mark had been established. When the appellant filed its notice of 
opposition, this was its bill or complainant. The answer of the 


applicant thereto, in law, was the answer to such bill or complaint, 


and thereafter the cause was at issue in the opposition proceeding. 
It was thereupon incumbent upon the opposer to overcome, by proof, 
the prima facie case of trade-mark use arising from the sworn ap- 
plication of the appellee. This sworn application was required by 
the law to be supported by labels which showed the trade-mark 
use by the appellee, and such labels appear in the record. 


The appellant contends it has overcome such prima facie case 
by the testimony of the witness Frazier which has been hereinbefore 
quoted. This witness stated, in answer to the inquiry “Is Com- 
mander-Larabee Corporation engaged in the baking business?” “Not 
that I know of. Not commercial baking.” It cannot be said that 
this is sufficient to overcome the prima facie case arising from the 
sworn application and the accompanying labels. While the witness 
Frazier was engaged in the baking business, with a large number 
of business connections, it does not follow that because he did not 


know of the appellee being engaged in the baking business, as a 
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matter of fact it was not so engaged. A case in point is William 
Wrigley, Jr. & Company v. Norris, 34 App. D. C. 188, 141, where 


it was said: 


.... The sale of the spearmint gum by the Huff Company covered such 
a wide area that the testimony of a few witnesses that they had never 
heard of such sales falls far short of overcoming the case then made by the 
opposition. It follows that the decision of the Commissioner is right, and 
is therefore affirmed. 

We said in Montevallo Coal Mining Co. v. Little Gem Coal Co., 
18 C.C. P. A. (Patents) 1195, 48 F. (2d) 411 [17 T.-M. Rep. 134}, 
that a prima facie case was made from the applicant’s sworn applica- 
tion that its mark was used by it as required by the statute, and that 
when such prima facie case was rebutted, the burden was upon the 
applicant to establish by a preponderance of the evidence its exclu- 
sive use. 

The procedure in trade-mark opposition cases is quite fully 
developed by the Patent Office in The Rosenberg Co. v. Phillips- 
Jones Company, Inc., 1921 C. D. 81, 289 O. G. 411 [11 T.-M. Rep 
356]. There the Assistant Commissioner, after citing several 
authorities, among which is William Wrigley, Jr. §& Company v. 
Norris, supra, thus well stated the law: 


All this leads to the conclusion that the filing of a regular application 
for the registration of a trade-mark supported by an affidavit under sec- 
tion 2 and accompanied by specimens of the mark as actually used should 
be taken as prima facie proof that the applicant was the owner of the mark 
on the date the application was filed, and that fact having been established 
the presumption must arise that the applicant continued to own the mark 
and to use it. 


It is argued by the appellee, and intimated by the Examiner of 
Interferences herein, that it is not essential that the owner of a 
trade-mark use the mark on goods produced or manufactured by 


itself, but that the mark may be properly used upon his goods in 


fact manufactured and produced by others. There is ample au- 
thority for this position. Menendez v. Holt, 128 U. S. 514, 520; 
Ralston Purina Co. v. Saniwar Paper Co., et al., 26 F. (2d) 941 
[19 T.-M. Rep. 7]. But, without going into this point further, it is 
sufficient to say that the court is of opinion the opposer has not over- 
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come the prima facie case made by the applicant by its application 
and proofs submitted therewith. 

Many questions have been raised and discussed during this hear- 
ing which it is unnecessary to here pass upon. For instance, the 
right of the opposer to oppose was raised, and this question was 
decided adversely to the opposer by the Examiner of Interferences. 
The decision of the Examiner of Interferences was, however, 
reversed by the Commissioner on this point, the Commissioner hold- 
ing that upon the record the opposer had shown such use of his 
mark as entitled him to oppose. In view of our conclusions, we find 
it unnecessary to pass upon this point. 


This leaves for decision, therefore, but one question, whether 


the mark of the appellee, proposed to be registered, is so confusingly 


similar to the notation as applied to appellant’s bread wrappers 
as to be likely to cause confusion as to origin. 

The mark proposed to be registered by the appellee consists of 
the word “Sunfed.’’ The various marks, as used by the appellant, 
are fully described by the Commissioner in the portion of the 
decision which we have hereinbefore quoted, and little need be added 
to what the Commissioner has therein stated. A copy of the 
wrapper which is used by the appellant to enclose the individual loaf 
of bread is before us. The surface of the wrapper is covered with 
a number of varying designs and marks. Principal among these is a 
label about 214 by 41% inches in size. The printed matter of this 
label is enclosed by a border simulating the curvilinear design 
usually found on the margin of bonds, paper money, and the like, 
with a simulation of a seal wafer in the lower right-hand corner. 
This wafer is printed in red, while the border is in green. Across 
the red wafer are the words “Bond Bread” in white. Within the 
border is certain language in the form of a bond or obligation. The 
obligor is represented as the General Baking Company. The goods 
upon which the bond purports to be issued are described as “Bond 
Bread Trade-Mark Reg. U. S. Pat. Off.,”’ following which is a 


warranty by the General Baking Company of the purity and quality 
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of the bread. The principal part of the reading matter consists of 
the words “Bond Bread,” which are printed in letters approximately 
one-half inch in height, the remainder of the printed matter being 
in small sized type. Other labels upon the wrapper consist of a 
rectangular figure surrounded by a similar border, and containing 
the words, in large type, “Bond Bread,’ with a notation of the 
registration of the trade-mark. Interspersed between these labels 
are simulations of the sun, which consist of a number of red rays 
extending outwardly from the circumference of a circle. The cen 
tral portion of this circular part contains the following language: 
“This bread brings you the extra ‘Sunshine Vitamin-D’ you need,” 
with additional wording around the periphery, “Licensed by the 
Wisconsin Alumni Research Foundation under Steenbock Pat. No. 
1,680,818.” The background of the center of this design is yellow. 


There are also small alleged representations of the sun around the 


border, consisting of a yellow circular central portion with red rays 


radiating therefrom. 

It seems to us that the preponderating feature in these labels is 
the words “Bond Bread,’ and that the notation that “This bread 
brings you the extra Sunshine Vitamin-D you need” are merely 
incidental to the words “Bond Bread.” The use is not so much a 
trade-mark use as it is that of an advertisement or statement of the 
quality of the product. Lawrence Mfg. Co. v. Tennessee Mfg. Co., 
188 U. S. 537, 546. 

We are of opinion that the purchaser would not be likely to be 
come confused when desiring to purchase “Bond Bread” by the 
appearance of other bread which bore the label “Sunfed.” Mil- 
lions of dollars have been spent by the opposer-appellant in ad 
vertising its label “Bond Bread.” Having become convinced in its 
business that it would add to the quality of its product by irradiating 
the bread with sunlight and thus producing vitamin-D therein, this 
method was adopted and used, and has apparently become very suc- 
cessful. The mark which the appellee seeks to register is the mark 
which it has disclosed in the drawing accompanying its application, 
and consists of the word “Sunfed.’”’ While it is true that the labels 
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which are offered with the application contain, in addition to the 
word ‘“‘Sunfed” an illustration of red rays radiating outward from 
this word, as we take it, the probable confusion in this case must 
rest upon the representation as sought by the appellee by the pos- 
sible registration of the word “Sunfed.” In re Standard Under- 
ground Cable Co., 27 App. D. C. 820. 


We agree with the tribunals below that no confusion in trade 


would likely arise, and are therefore of the opinion that the opposi- 


tion was properly dismissed and that the tribunals of the Patent 
Office did not err in permitting registration of appellee’s mark. 

The Commissioner held that the appellant had not put in issue 
by his pleading the failure of the appellee to show a trade-mark use 
of its mark. This was upon the theory that the allegation of the 
notice of opposition was stated only on information and belief. On 
this point, the Commissioner relied upon the authorities collated in 
19 Corpus Juris, 148. In view of our conclusions, hereinbefore 
given, we do not find it necessary here to decide that question, and 
the point is reserved for future consideration, when its decision 
becomes necessary. 

Finally, it is alleged as error that the Commissioner did not 
reopen the case to permit the appellant to offer further testimony as 
to appellee’s alleged failure to make a trade-mark use of the mark 
in question. Notice of opposition was filed June 28, 1932. Testi- 
mony was taken on behalf of appellant on February 20, 1933. 
Thereafter the matter was considered by the Examiner of Inter- 
ferences and Commissioner of Patents, and repeatedly argued by 
the solicitors for the appellant. It was not until October 20, 1934, 
after the Commissioner had exhaustively examined the issues for 
a second time, that appellant petitioned for a reopening of the 
matter to take further testimony. As is well said by the Com- 


missioner: 


Opposer had full opportunity at the proper time to take such testimony 
as it deemed material to its case, including that of applicant’s officers which 
it now seems to think desirable. There must be an end to litigation, even in 
the Patent Office. 
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The allowance of this reopening was a matter within the dis 
cretion of the Commissioner. We find no abuse of this discretion 
in his refusal of the application. 











The decision of the Commissioner of Patents is affirmed. 
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Trape-Marks—OpposiTion—‘SkRAM” PRINTED IN THE Form oF aA Cross 


AND “Bayer” ARRANGED IN THE Form or a Cross—Non-Conr.ict- 
ING Marks. 


A trade-mark consisting of the word “Skram” printed in the form 
of a cross with the middle letter “R” at the intersection, the whole being 
shown within a circle, held not to be confusingly similar to a trade-mark 
consisting of the word “Bayer” arranged in the form of a cross “both 
with and without a circle and with black and white and colored back- 
grounds,” both marks being used for medicinal and pharmaceutical 


preparations. 

On appeal from a decision of the Commissioner of Patents re- 
versing a decision of the Examiner of Trade-Mark Interference 
dismissing an opposition. Reversed. 
sion see 24 T.-M. Rep. 588. 


For the Commissioner’s deci- 


Clarence A. O’Brien, Charles E. A. Smith, Thomas E. Turpin, 
and George C. Baldt, all of Washington, D. C., for appellant. 
Thomas L. Mead, Jr., of Washington, D. C. and Edward S. 


Rogers, and James F. Hogue, both of New York City, for 
appellee. 


Garrett, J.: The Skram Company here appeals from a decision 
of the Commissioner of Patents reversing the decision of the Ex- 
aminer of Interferences who dismissed an opposition by the Bayer 
Company to appellant’s application for registration of the word 
“Skram”’ printed in the form of a cross (that is both horizontally and 
vertically) with the middle letter ““R’’ common to both lines, the 


cross being within a circle having a black background with a nar- 
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row circle of white around the outer edge. The application was 
filed April 10, 1933, and alleges continuous use of the mark since 
January 15, 1982, “for a preparation for treatment of human foot 
troubles such as athletes foot, and tired, aching, swollen or itching 
feet.” 

The notice of opposition alleges continuous use “For many years 
and long prior to January 15, 1932,” by the Bayer Company and its 
predecessors of a mark comprising the word “Bayer” arranged in 
the form of a cross ‘both with and without a circle and with black 
and white and colored backgrounds, as trade-marks for chemical 
and pharmaceutical preparations,’ and pleads ownership of five 
registrations ranging in date from May 30, 1922, to June 21, 1927. 

One of the registrations so plead comprises simply the word 
“Bayer” printed in cross form, without any circle; a second has the 
word in cross form upon a black background surrounded by alternat- 
ing narrow white and black circles, and the other three show the 
word in cross form upon a write background surrounded by a narrow 
black circle. 


Taking opposer’s cited registrations as a whole, they cover a 


large number of chemical, pharmaceutical and medicinal prepara- 


tions, none of which, however, is identical with the preparation 
described by the applicant. 

It is obvious that there is no similarity between the words 
‘Skram” and “Bayer” standing alone, except perhaps that each 
contains five letters, but opposer contends that the placing of appel- 
lant’s word in cruciform arrangement, within a circle, creates a mark 
which, taken as a whole, so resembles the mark of opposer as that, 
when applied to goods of the same descriptive properties, which is 
alleged to be true of the goods of the respective parties here, it 
would be likely to cause confusion or mistake in the mind of the 
public and to deceive purchasers, especially as to origin, and that 
opposer would be damaged by the registration sought. 

The contention thus made was sustained by the Commissioner 
upon the ground, as we interpret his decision, that, in view of certain 


similarities in the physical appearance of the marks of the contest- 
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ing parties, he did not “consider the question of probable confusion 
to be free from doubt.” 

Our view of the matter coincides with that of the Examiner of 
Interferences rather than with that of the Commissioner. 

While the goods of the respective parties belong to the same 
broad class, and in that respect may be said to be of the same 
descriptive properties, they are not identical. When this fact is 
considered in connection with what seems to us to be the striking 
difference in the marks themselves, we are unable to discern any 
sound reason why the opposition should be sustained. 

It is true that there is a physical resemblance between the marks 
when visualized with the eye only, and, as said in the decision of the 
Commissioner, they might impress the “casual observer as being the 
same.” (Italics ours.) One of the witnesses for opposer, who was 
its general sales manager, in answer to an inquiry as to why he be- 
lieved the registration of appellant’s mark would be injurious to 
opposer, said: 

For the reason that the words crossed as they are in a circle might 
indicate to the casual observer that this product was the Bayer Company. 

We do not find in the statute any reference to “the casual 
observer.” The statute refers to confusion or mistake “in the mind 
of the public” and to the deception of “purchasers.” 

It is probable that an observer looking casually at packages bear- 
ing the respective marks, located side by side upon the shelf of a 
dealer in such merchandise, and noting only the cruciform arrange 
ment of the words in a circle, without observing the difference in the 
words themselves, would be impressed with a resemblance in the 
appearance of the marks, but it is well nigh inconceivable that any 
purchaser, or any member of the public, able to read who gave even 
ordinary attention to the marks would be led to the belief that the 
goods are of common origin. The words which constitute the cen- 
tral, if not the dominant, feature of the mark do not resemble each 
other in sound or meaning, and their particular arrangement is noth 
ing new in trade-mark practice. 


The decision of the Commissioner of Patents is reversed. 
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Sears, Roesuck & Company v. OLp CoLony SHoE CoMPANy 
United States Court of Customs and Patent Appeals 
Cancellation No. 2554 


April 6, 1936 


‘Trape-Marks—CaNCELLATION—"“Gotp Bonb” on SHoEsS—No ALLEGATION OF 
Use. 

Where petitioner for the cancellation of the registration of the trade- 
mark “Gold Bond” for shoes, alleged that it had used the mark in ad- 
vertising and had filled orders for “Gold Bond” shoes prior to appellee’s 
first use thereof, but did not allege any actual trade-mark use of said 
words in its petition, held that appellant had failed to show sufficient 
grounds for cancellation. 


On appeal from a decision of the Commissioner of Patents 
affirming a decision of the Examiner of Interferences dismissing a 
petition for cancellation. Affirmed. For the Commissioner’s deci- 
sion see 24 T.-M. Rep. 412. 


Eugene E. Stevens of Washington, D. C., and Edward D. Jones, 
of Chicago, IIl., for appellant. 
Warren G. Ogden, of Boston, Mass., for appellee. 


Hatrietp, J.: This is an appeal in a trade-mark cancellation 
proceeding from the decision of the Commissioner of Patents affirm- 
ing the decision of the Examiner of Trade-Mark Interferences dis- 
missing appellant’s petition for cancellation of appellee’s trade-mark 
Registration No. 254,472, issued March 26, 1929, under the Trade- 
Mark Act of February 20, 1905, as amended, for a trade-mark, the 
dominant feature of which is the words “Gold Bond,” for use on 
boots and shoes. 

In its petition for cancellation, appellant alleged that it was a 
corporation of the State of New York; that for many years it had 
been engaged in the sale and distribution of a general line of mer- 
chandise, including shoes, by mail and otherwise, in interstate com- 
merce throughout the United States; that it operated about four 
hundred retail stores at various points in the United States; that 
the “annual volume” of its sales amounted to many millions of dol- 
lars; and that its “sales of shoes are large.” 








2 
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We quote from appellant’s petition: 
Petitioner alleges that, long prior to the date of first use set up in 
respondent’s registration, subject of this proceeding, petitioner advertised 
for sale in its big general catalogs which circulate nationally “Gold Bond” 
shoes and that long prior to respondent’s date of first use as set forth in 
the registration it is desired to cancel, petitioner received orders for “Gold 
Bond” oxfords. Petitioner applies the words “Gold Bond” as a trade-mark 
to shoes by stamping them in the soles thereof and also by printing them on 
boxes containing said shoes. Petitioner’s “Gold Bond” shoes have been ex- 
tensively sold in interstate comfmerce and are now so sold. As a result 
of the excellence of the product sold by petitioner under the name “Gold 
Bond,” petitioner has built up an extremely valuable good-will. The words 
indicate to a very substantial portion of the public shoes of high quality 
sponsored by petitioner. The volume of money spent by petitioner so to 
advertise its “Gold Bond” trade-mark for shoes is large. 

Appellant further alleged that it had advertised its “Gold Bond”’ 
shoes in its catalogues since as early as July, 1926; that “In addition 
petitioner's said ‘Gold Bond’ shoes have been advertised in flyers 
and other advertising media with the result that the name is being 
constantly kept before the public as identifying shoes sold by this 
petitioner’’; that, subsequent to the registration of its mark, appel- 
lee had attempted to prevent appellant’s use of the term “Gold 
Bond” in “connection with the sale and advertisement of [ appel- 
lant’s] shoes”; that appellee was not entitled to the use of its mark 
on the date of its application for registration; that appellant deemed 
itself injured by such registration, and, accordingly, prayed that it 
be cancelled. 

Thereafter, on June 13, 1933, appellee moved to dismiss the 
petition for cancellation on the ground that, although it appeared 
that appellant had used the term “Gold Bond” in advertising its 
shoes, it did not appear that it had used the mark, or one confusingly 
similar thereto, on boots and shoes “‘as a trade-mark’’ prior to the 
date of appellee’s registration. 

In his decision affirming the decision of the Examiner of Trade- 
Mark Interferences, the Commissioner of Patents reviewed many 
authorities upon the subject, and held that as appellant had failed 
to allege a trade-mark use of the term “Gold Bond,” prior to the 
date of appellee’s registration, it was not entitled to relief under 
section 13 of the Trade-Mark Act of February 20, 1905, as amended, 
which reads: 
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Sec. 13. That whenever any person shall deem himself injured by the 
registration of a trade-mark in the Patent Office he may at any time apply 
to the Commissioner of Patents to cancel the registration thereof. The 
Commissioner shall refer such application to the Examiner in charge of 
Interferences, who is empowered to hear and determine this question and 
who shall give notice thereof to the registrant. If it appear after a hearing 
before the Examiner that the registrant was not entitled to the use of the 
mark at the date of his application for registration thereof, or that the 
mark is not used by the registrant, or has been abandoned, and the Examiner 
shall so decide, the Commissioner shall cancel the registration. Appeal may 
be taken to the Commissioner in person from the decision of Examiner of 
Interferences. 

It will be observed that, although appellant alleged in its peti- 
tion for cancellation that it had advertised its “Gold Bond” shoes, 
and had received some orders for “ “Gold Bond’ oxfords”’ long prior 
to appellee’s date of first use, as set forth in its trade-mark registra- 
tion, the petition contains no allegation that appellant had applied 
its alleged trade-mark to its goods, or that it had actually sold its 
goods under its mark. It is alleged in the petition, however, that 
it is now using the notation “Gold Bond” as a trade-mark on its 
shoes. 

The declaration that appellant advertised its shoes as “Gold 
Bond” shoes, and received some orders for “ ‘Gold Bond’ oxfords,”’ 
prior to appellee’s first use of its mark, is not an allegation of a 
trade-mark use, or of a use analogous thereto, of the term “Gold 
Bond.”’ 

Counsel for appellant relies to a considerable extent upon our 
decision in the case of John Wood Manufacturing Co. v. Servel, 
Inc., 22 C. C. P. A. (Patents) 1870, 77 F. (2d) 946, wherein this 


court, after reviewing the authorities on the subject, held that, 


although appellee—Servel, Inc.—did not allege in its notice of op- 


position that the word “Hostess” was used by it as a trade-mark, it, 


nevertheless, did allege that its use of the word was analogous to a 


“cé 


trade-mark use “ in that [it was stated] one of its models of refrig- 
erators had become popularized and identified in the mind of the 
publie as the product of appellee” ; that it indicated to the purchas- 
ing public that refrigerators, sold under the name “Hostess,” 
originated with appellee; that the use by appellee was analogous to 


a trade-mark use; that it was entitled to use that term in connection 
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with the marketing of its goods; that appellant was not entitled to 
its exclusive use; and that, therefore, appellee would be damaged 
by the registration of the mark to appellant. 

An entirely different situation is presented by appellant's peti- 
tion in the case at bar. It did not allege a trade-mark use, or one 
analogous thereto, of the term “Gold Bond,” prior to appellee’s first 
use of the mark. In other words, the petition contains no allegation 
that the term “Gold Bond,” as used by appellant prior to appellee's 
first use thereof, indicated to the purchasing public that ‘““Gold Bond” 
boots and shoes originated with appellant. Accordingly, appellant 
failed to allege facts, which, if established on the trial, would entitle 
it to the relief under the provisions of section 13, supra. 

We are in accord with the conclusion reached by the tribunals of 
the Patent Office, and, for the reasons hereinbefore stated, the deci- 
sion of the Commissioner of Patents is affirmed. 


Lenroort, J., dissents. 


DEcISIONS OF THE COMMISSIONER OF PaTENTS 


Cancellation 


Frazer, A. C.: This is a proceeding instituted by Goodrich- 
Gamble Company to cancel trade-mark registration No. 309,922, 
issued February 6, 1934, to Robert Bruce Eaton, covering the 
trade-mark “Bluebird” for use on bay rum, camphorated oil, cas- 
cara,etc. The registrant appeals from the decision of the Examiner 
of Trade-Mark Interferences, sustaining the petition for cancella- 
tion and recommending that the said registration be cancelled. 

Testimony was taken by both parties, and the registrant con- 
cedes that the evidence submitted on behalf of the petitioner con- 
clusively establishes its continuous use in trade of the notation 
“Bluebird,” on goods of the same descriptive properties as those 
included in the registration herein involved, since as early as Novem- 
ber, 1932. Registrant claims use since April 1, 1926, and his ap- 
plication for registration was filed May 1, 1988. 
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in a carefully considered and well-reasoned decision the Ex- 
aminer of Trade-Mark Interferences analyzed the evidence relied 
on by registrant, and held it insufficient to prove registrant’s owner- 
ship of the trade-mark at the time of its registration to him, or at 
the time of petitioner’s adoption and first use thereof. An examina- 
tion of the record convinces me that the Examiner’s conclusions are 
sound. It may well be that others had an interest in the mark, and 
might even have been entitled to its registration, but that question 
is immaterial here. The important fact is that registrant had parted 
with whatever title he possessed a considerable time before peti- 
tioner’s appropriation of the mark. 


The decision of the Examiner of Trade-Mark Interferences is 
affirmed.’ 


Frazer, A. C.: Jesse Moore Hunt Co., Ltd., appeals from the 
decision of the Examiner of Trade-Mark Interferences dismissing 
its petition for cancellation of registration No. 304,410, issued 
July 4, 1933, to United Distillers Limited, covering the notation 
“Jessie Moore” as a trade-mark for whisky and gin. 

In the petition for cancellation petitioner alleged its adoption and 
use of the trade-mark “Jesse Moore” for whisky “long prior’ to 
the advent of national prohibition, ‘““when petitioner, in compliance 
with the Constitution and laws of the United States, temporarily 
discontinued the further manufacture and sale of such whisky,’ and 
that “immediately upon the repeal of the said prohibition amendment 
petitioner recommenced the manufacture and sale of said whisky 
under the name and designation ‘Jesse Moore.” It was further 
alleged that the “trade-mark “Jesse Moore’ was duly registered by 
petitioner in the United States Patent Office, for whisky, on March 


6, 1906, No. 50,175, and petitioner is now the owner of such registra- 
tion.” 


Respondent duly filed its answer, and thereafter petitioner alone 
took testimony, which clearly establishes the facts hereinafter set 


1 Goodrich-Gamble Co. v. Robert Bruce Eaton, Canc. No. 2,731, U. S. 
P. Q. 298, March 28, 1936. 
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forth. It is to be noted that these facts are at variance in every 
particular with the allegations of the petition for cancellation. 

On March 6, 1906, registration No. 50,175 was issued to a cor- 
poration known as Jesse Moore Hunt Co. In July, 1918, that cor- 
poration was dissolved, having first converted all its assets into cash 
which was distributed to its stockholders. From then until January, 
1920, the mark was used to some extent by Baker & Hunt, a co- 
partnership, which went out of business in 1922. On March 6, 1926, 
registration No. 50,175 expired. In November, 1932, at the instiga- 
tion of one L. Q. Haven, who had been a nominal stockholder in the 
old company, petitioner was incorporated; and at some time sub- 
sequent to June 4, 1934, began to use the notation “Jesse Moore” as 
a trade-mark for whisky. Mr. Haven, as a witness for petitioner, 
in attempting to explain its alleged ownership of the mark, said: 

You see, Jesse Moore Hunt Company being liquidated and dissolved 
by court action, that threw it open to anyone, and of course I just simply 
took it up, having been formerly connected with it. 

Upon this record I am clearly of the opinion that petitioner had 
acquired no interest in the mark at the time of its registration to 
respondent, and hence was not damaged by such registration. Peti- 
tioner undertook to appropriate an abandoned trade-mark, which, 
as correctly stated by its witness Haven, was “open to anyone,” 
but which had already been appropriated by another. 

I think the petition was properly dismissed, and the decision 
appealed from is accordingly affirmed.* 


Conflicting Marks 


Frazer, A. C.: Barron-Gray Packing Company appeals from 
the decision of the Examiner of Trade-Mark Interferences sustain- 
ing the opposition of Libby, McNeill & Libby to registration of ap- 


plicant’s trade-mark, and adjudging the latter not entitled to such 
registration. 


In the brief on appeal applicant describes its mark as consisting 
of ‘‘a composite design embracing the outline of a rectangular red 


2 Jesse Moore Hunt Company, Ltd. v. United Distillers Limited, Canc. 
No. 2,757, 29 U. S. P. Q. 147, April 2, 1936. 
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label having vertical striping, a pair of Gothic arches spaced equidis- 
tantly from the ends of the label, with vignettes of glasses containing 
cut fruits superimposed upon the said arches.” It is further stated 
that the “Gothic arches are three-toned in color intensity and each 
tone assumes the outline of a distinct arch, the inner one of them 
being the darkest and the other two shading away from that in- 
tensity.” 

This description is fairly accurate except that, while the color 
scheme indicated is in accordance with the specimen labels, it is not 
shown in the drawing nor claimed in the application and hence is 
not an essential feature of the mark sought to be registered. 

Applicant’s goods to which its mark is applied are described as 
“canned fruit cocktail,” and the marks relied on by opposer cover 
a substantially complete line of canned food products, including 
meats, vegetables, condiments and fruits. To quote again from ap- 
plicant’s brief: 

While applicant’s canned fruit cocktail differs in specific characteristics 
from opposer’s line of food products, including such items as canned fruits 
and canned fruits for salad, there is no disputing the fact that the goods are 
in the same general class and hence possess the same descriptive properties 
within the meaning of the Act and decisions interpreting the same. 

Applicant claims use since July, 1931, and opposer since 1897. 
The two marks most nearly approaching applicant’s, however, were 
registered in 1924, and it therefore seems unnecessary to determine 
whether or not earlier use has been established. 

All of opposer’s marks include the representation of either one 
or two triangles, and it is the resemblance of these symbols to ap- 
plicant’s Gothic arches that persuaded the Examiner of the likeli- 
hood of confusion. Applicant argues that the triangle as a trade- 
mark symbol is public property, and cites a large number of regis- 
trations to show its wide use on food products. But the fact remains 
that at least two of opposer’s trade-marks, registered under the Act 
of 1905, consist of triangles and nothing more; and the validity of 
these registrations is not open to question in this proceeding. 

Applicant insists that there is but slight similarity between its 


Gothic arches and opposer’s triangles. Nevertheless, when the 
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marks of the parties are compared in their entireties the likelihood 
of confusion is clearly apparent. This is particularly true with 
respect to opposer’s registrations Nos. 186,823 and 189,910, each 
of which displays a pair of triangles arranged in precisely the same 
relation as are applicant’s arches. When the marks are placed side 
by side the differences are of course obvious; but in my opinion there 
is sufficient resemblance to confuse the casual purchaser, who does 
not make a critical comparison and is not required to do so. 

Independently of the opposition, I think the application should 
be rejected in the absence of a disclaimer of the representation of 
the goods. That such representation is descriptive and hence not 
subject to exclusive appropriation is frankly admitted in applicant's 
brief. 


The decision of the Examiner of Trade-Mark Interferences is 
affirmed.® 


Frazer, A. C.: The Lubrichart Company appeals from the 


decision of the Examiner of Trade-Mark Interferences sustaining 


the opposition of the Chek-Chart Corporation to registration of ap- 


plicant’s alleged trade-mark, and refusing such registration. 
Applicant’s mark is the word “Lubrichart,” printed above a 
circular design from the center of which an inclined line extends 
through the letter “C.’” Opposer is the owner of a registration of 
the notation “Chek-Chart” with a conventional check mark, ar 
ranged in the same relation as are applicant’s word and design. 
Both marks are used on printed lubricating charts, which appear 
from the record to be chiefly employed in connection with the lubri- 
cation of automobiles. The goods of the parties being identical and 
opposer’s prior use being conceded, the sole question in controversy 
between the parties is whether their marks are confusingly similar 
The Examiner was of the opinion that, while the word features 
of the two marks would not be likely to lead to confusion, a considera 


“eé 


tion of the marks as a whole creates “at least reasonable doubt” on 


3 Libby, McNeill & Libby v. Barron-Gray Packing Company, Opp’n No. 
12,232, 29 U. S. P. Q. 95, March 28, 1936. 
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the question, and that such doubt must “‘be resolved in favor of the 
prior user.” 

Applicant insists that likelihood of confusion must be found as 
a fact to exist, and may not be predicated upon mere doubt. As I 
read the authorities, however, they are almost universally opposed 
to applicant’s contention. The rule appears to be that if the marks 
are confusingly similar, and applied to goods of the same descriptive 
properties, confusion will be presumed; and that any doubt in that 
regard must be resolved against the newcomer. See, for example, 
Sutter Packing Co. v. Piggly Wiggly Corporation (C. C. P. A.), 64 
Fed. (2d) 1006,17 U.S. P. Q. 459 [23 T.-M. Rep. 249], and cases 
cited in the opinion. 

An inspection of the two marks here involved, in their entireties, 
constrains me to agree with the Examiner that their concurrent use 
might very probably lead to confusion, or at least that the question 
is not sufficiently free from doubt to warrant registration to ap- 
plicant. I am therefore of the opinion that the opposition was 
properly sustained. 

Regardless of the rights of opposer, I am further of the opinion 
that registration of applicant’s mark should be refused on two addi- 
tional grounds. The first is that I consider the mark to be descrip- 
tive of the goods with which it is used. ‘“‘Lubrichart’” is obviously a 
mere abbreviation of the words “lubricating chart,’ and when ap- 
plied to a lubricating chart constitutes nothing more nor less than 
the name of the goods, and would doubtless be so interpreted by the 
purchasing public. The situation is quite similar to that considered 
by the Court of Customs and Patent Appeals in California Cyanide 
Co. v. American Cyanamid Co., 40 Fed. (2d) 1008, 5 U. S. P. Q. 
180, where the notation ‘““Calcyanide” was held to be descriptive of 
calcium cyanide. 

The other ground is that applicant has not used, as a trade-mark, 
the mark it seeks to register. Specimen charts were filed with the 


application to “show the trade-mark as actually used upon the 


goods,” and others were placed in evidence in the opposition pro- 


ceeding. In the lower left-hand corner of the charts of record in 
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the application file occurs the notation “Copyright 1933 by The 
Lubrichart Co., Automotive Lubrication, Cleveland, Ohio.” Those 
introduced when testimony was taken are the same, except that the 
copyright reference is omitted. The word “Lubrichart” appears in 
no other connection, nor is there any evidence that it has ever been 
otherwise used. Applicant has simply printed its name and address 
on its merchandise, and seeks registration of one of the words thus 
employed. I am clearly of the opinion that this does not amount to 
trade-mark use. 

In the case of I. §& B. Cohen Bomzon & Co. v. Biltmore Indus- 
tries, 22 U.S. P. Q. 257, it was held that the printing on its packages 
of the words “Biltmore Industries” and “Biltmore Estate Indus- 
tries’’ was insufficient to establish in the user trade-mark ownership 
of the word “Biltmore.”” Reliance was there had on the case of 
Quaker City Flour Mills Co. v. Quaker Oats Co., 48 App. D. C. 260, 
where the Court of Appeals of the District of Columbia ruled that 
the use of “Quaker City Mills” and “Quaker City” did not authorize 
registration of the word “Quaker.” I think the principles an 
nounced in that case are equally applicable here. 

The decision of the Examiner of Trade-Mark Interferences is 


affrmed.* 


* Chek-Chart Corporation v. Lubrichart Company, Opp’n No. 13,586, 29 
U. S. P. Q. 146, March 31, 1936. 
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UNITED STATES TRADE-MARK ASSOCIATION 


ITS SERVICES TO MEMBERS 


The Association is a membership corporation, conducted with- 
out profit, and includes in its membership the leading trade-mark 
owners in the United States, besides a number in Canada and 
Kuropean countries. 

FULL MEMBERSHIP in the Association is limited to owners 
of trade-marks. Attorneys and others interested in trade-mark 
matters are eligible to ASSOCIATE MEMBERSHIP, which 
entitles them to the monthly Bulletin and information service. 

During fifty years of its existence, it has accumulated the most 
complete library and files of information on trade-mark matters 
to be found anywhere in the world. Its monthly Bulletin, sent 
to members, covers current legislation or litigation of interest 
throughout the world. Its readers always know where they stand 
on their trade-mark problems. 

We furnish reliable information to members or counsel on 
sny question of trade-mark adoption, protection or use. We do 
ot give legal advice, or discharge the duties of an attorney or 
counsel. 

We list and index trade-marks of members advising them of 
special conditions or changes in the law affecting their trade- 
marks in any country where registered. 

We receive reguiarly the official publications of all foreign 
countries, listing trade-mark registrations or applications. These 
are carefully read to detect marks that infringe those of our 
members. Prompt notice of such cases is given. Over thirty 
periodicals are examined each month for that purpose. 

We file, record and publish in the Bulletin trade-mark slogans, 
n use by members, thereby affording a record of the members’ 
use and claim. 

\ll searches in our own records are without cost to members. 
Searches in other records, official or unofficial, are furnished 
at cost. 

We have facilities for investigating any question of fact affect- 
ing a trade-mark, as whether a mark is in use and on what goods, 
when it was first used, whether infringing goods are on sale in 
any market, and by whom. These investigations are conducted 
for members at actual cost, usually nominal. 

We can furnish promptly copies of court opinions in cases of 
trade-marks or unfair competition, in typewritten form at the 
cost of typing. 

Our facilities for arbitrating disputes affecting trade-marks 
are discussed at length in the Bulletin of January, 1929. 

Proposed legislation on the subject of trade-marks receives 
the constant and careful attention of the Association. The 
organization has been of inestimable value to trade-mark owners 
in promoting proper legislation and opposing what is harmful. 
In foreign countries, as well as in the United States, the Asso- 
ciation has secured the enactment or amendment of laws in 
important instances. We should be glad to send on request an 
issue of the Bulletin detailing our work in this last particular. 








